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AMERICAN STEEL Founpries v. ROBERTSON, COMMISSIONER OF 
PATENTS, ET AL. 
(43 Sup. Ct. Rep. 541) 
United States Supreme Court 


May 21, 1923 


Trape-Marks AND Trape-Names—Uwnrair Competirion—Bitt in Eaurry 

Lies to Compet REeEcIsTRATION. 

Trade-Mark Act, § 9, giving an applicant for registration of 
trade-mark the right to appeal to the Court of Appeals of the Dis- 
trict of Columbia from an adverse decision of the Commissioner of 
Patents, and providing that the same rules of practice and procedure 
as in case of an appeal by an applicant for a patent shall govern in 
every stage of such proceedings, makes ‘applicable to trade-mark 
proceedings Rev. St. § 4915, authorizing a bill in equity to obtain a 
patent which has been refused by the Commissioner, or on the appeal. 

In equity. Appeal from the United States Court for the 
Northern District of Illinois for an adjudication entitling defendant 
to registration of a trade-mark, in which the Simplex Electric 
Heating Company was permitted to intervene as the real party 
in interest. From a decree dismissing the bill for lack of jurisdic- 


tion, complainant appeals. Reversed and remanded. 


Geo. L. Wilkinson, of Chicago, Ill., for appellant. 
Nathan Heard, of Boston, Mass., for certain appellees. 


Mr. Chief Justice Tarr delivered the opinion of the court. 


This is a direct appeal under Section 238 of the Judicial Code 
Comp. St. § 1215) from a decree of the District Court of the 
United States for the Northern District of Illinois dismissing a bill 
in equity. The District Judge certifies that the motion to dismiss 
the bill was sustained solely for lack of jurisdiction. 

The bill was filed by the appellant, the American Steel Found- 
ries, against the Commissioner of Patents to secure an adjudication 
that the appellant is entitled to have its trade-mark “Simplex” 
registered and authorizing the Commissioner of Patents to register 
the same. The Commissioner appeared as defendant and by stip- 
ulation the Simplex Electric Heating Company was allowed to 


intervene as the real party in interest. The bill averred that the 
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American Steel Foundries had duly filed an application in the 
Patent Office for the registration, that the Examiner of Trade- 
Marks had refused the application, that the Commissioner of Pat- 
ents had affirmed this refusal, and that on appeal the Court of 
Appeals of the District of Columbia had affirmed the action of the 
Commissioner, that a petition for certiorari had been filed in this 
court and granted, and that thereafter the cause was dismissed by 
this court for lack of jurisdiction, on the ground that the decree of 
the Court of Appeals was not a final one. 

The appellant then filed this bill under Section 9 of the Trade- 
Mark Act of February 20, 1905 (33 Stat. 724, c. 592 [Comp. St. § 
9494]), and Section 4915, Revised Statutes (Comp. St. § 9460). 


The intervener based its motion to dismiss on the lack of juris- 
diction ‘‘over the subject-matter or alleged cause of action,’ and 
the motion was granted without opinion. 

Section 9 of the Trade-Mark Act reads as follows: 


“Sec. 9. That if an applicant for registration of a trade-mark, or a 
party to an interference as to a trade-mark, or a party who has filed 
opposition to the registration of a trade-mark or party to an application 
for the cancellation of the registration of a trade-mark, is dissatisfied with 
the decision of the Commissioner of Patents, he may appeal to the Court 
of Appeals of the District of Columbia, on complying with the conditions 
required in case of an appeal from the decision of the Commissioner by 
an applicant for a patent, or a party to an interference as to an invention, 
and the same rules of practice and procedure shall govern in every stage 
of such proceedings, as far as the same may be applicable.” 


Section 4915 of the Revised Statutes reads as follows: 


“Sec. 4915. Patents obtainable by bill in equity. Whenever a patent 
on application is refused, either by the Commissioner of Patents or by 
the Supreme Court of the District of Columbia upon appeal from the 
Commissioner, the applicant may have remedy by bill in equity; and the 
court having cognizance thereof, on notice to adverse parties and other 
due proceedings had, may adjudge that such applicant is entitled, accord- 
ing to law, to receive a patent for his invention, as specified in his claim, 
or for any part thereof, as the facts in the case may appear. And such 
adjudication, if it be in favor of the right of the applicant, shall authorize 
the Commissioner to issue such patent on the applicant filing in the Patent 
Office a copy of the adjudication, and otherwise complying with the re- 
quirements of law. In all cases, where there is no opposing party, a copy 
of the bill shall be served on the Commissioner; and all the expenses of 


the proceeding shall be paid by the applicant, whether the final decision 
is in his favor or not.” 
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The question in this case is whether the closing words of Sec- 
tion 9, “and the same rules of practice and procedure shall govern 
in every stage of such proceedings, as far as the same may be 
applicable,” are broad enough in their scope to include “the remedy 
by bill in equity” granted to unsuccessful applicants for a patent 
in Section 4915. 

In Gandy v. Marble, 122 U. S. 432, 7 Sup. Ct. 1290, 30 L. 
Ed. 1228, an unsuccessful applicant for a patent who had carried 
his application by appeal to the Supreme Court of the District, 
which was dismissed on its merits January 30, 1880, on May 3, 
18838, filed a bill of equity in the District Supreme Court under 
Section 4915 against the Commissioner of Patents. That court 
dismissed the bill on the ground that the applicant had failed to 
prosecute his application within two years after the dismissal of 
his appeal from the Commissioner of Patents. That court dis- 
missed the bill on the ground that the applicant had failed to prose- 
cute his application within two years after the dismissal of his 
appeal from the Commissioner by the Supreme Court of the Dis- 
trict, basing it on Section 4894 of the Revised Statutes, reading as 
follows: 

“Sec. 4894. All applications for patents shall be completed and pre- 
pared for examination within two years after the filing of the application, 
and in default thereof, or upon failure of the applicant to prosecute the 
same within two years after any action therein, of which notice shall have 
been given to the applicant, they shall be regarded as abandoned by the 


parties thereto, unless it be shown to the satisfaction of the Commissioner 
of Patents that such delay was unavoidable.” 


This section applies to proceedings in the Patent Office and 
before the Commissioner, and it was pressed upon this court that it 
could not apply to such an independent proceeding as the bill in 
equity provided for in Section 4915. But this court held that Sec- 
tion 4894 did apply. Mr. Justice Blatchford, speaking for the 
court, admitted (122 U. S. 439, 7 Sup. Ct. 1292, 80 L. Ed. 1228), 
following Butterworth v. Hoe, 112 U.S. 50, 61, 5 Sup. Ct. 25, 28 
LL. Ed. 656, that the proceeding by bill in equity, under Section 
1915, “intends a suit according to the ordinary course of equity 


practice and procedure, and is not a technical appeal from the 








292 THIRTEEN TRADE-MARK REPORTER 


Patent Office, nor confined to the case as made in the record of 
that office but is prepared and heard upon all competent evidence 
adduced and upon the whole merits,” but continued, “yet the pro- 
ceeding is, in fact and necessarily, a part of the application for 
the patent.” He summed up the conclusion of the court as follows 
(122 U. S. 440, 7 Sup. Ct. 1298, 30 L. Ed. 1223): 

“The presumption of abandonment, under Section 4894, unless it is 
shown that the delay in prosecuting the application for two years and 
more after the last prior action, of which notice was given to the ‘applicant, 
was unavoidable, exists as fully in regard to that branch of the applica- 
tion involved in the remedy by bill in equity as in regard to any other 
part of the application, whether so much of it as is strictly within the 
Patent Office, or so much of it as consists of an appeal to the Supreme 
Court of the District of Columbia under Section 4911. The decision of 
the court on a bill in equity becomes, equally with the judgment of the 
Supreme Court of the District of Columbia on a direct appeal under 
Section 4911, the decision of the Patent Office, and as to govern the action 
of the Commissioner. It is, therefore, clearly a branch of the application 


for the patent, and to be governed by the rule as to laches and delay de- 
clared by Section 4894 to be attendant upon the application.” 


This view of the intimate relation of the bill in equity allowed 
in Section 4915 to the application for a patent and the practice 
and procedure provided in due course thereof is of much assistance 
in giving proper scope to the words of Section 9 of the Trade-Mark 
Act. After making provision for an appeal to the District Court 
of Appeals from a simple refusal of registration, and from decisions 
of the Patent Office in three different kinds of adversary proceed- 
ings therein in respect of such registration on complying with the 
conditions required in case of an appeal from refusal of a patent 
or a decision in a patent interference proceeding, the words are 
“and the same rules of practice and procedure shall govern in every 
stage of such proceedings as far as the same may be applicable.” 
If the bill in equity of Section 4915 is only a part of the proceeding 
for an application for a patent as held in Gandy v. Marble, it is 
no straining of the language to make these words include a bill in 
equity for the registration of a trade-mark. This court has taken 
exactly this view in Atkins v. Moore, 212 U. S. 285, 29 Sup. Ct. 
390, 538 L. Ed. 515. In that case it was held that a decision of 
the Court of Appeals of the District of Columbia affirming the 
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decision of the Commissioner of Patents refusing registration of a 
trade-mark on an appeal under Section 9 of the Trade-Mark Act 
was not a final judgment of the Court of Appeals which could be 
appealed to this court, and in the argument to show that it was not, 
Chief Justice Fuller, who spoke for the court, said: 

“Under Section 4914 of the Revised Statutes no opinion or decision 
of the Court of Appeals on appeal from the Commissioner precludes ‘any 
person interested from the right to contest the validity of such patent in 
any court wherein the same may be called in question, and by Section 
4915 a remedy by bill in equity is given where a patent is refused, and 
we regard these provisions as applicable in trade-mark cases under Section 
9 of the Act of February 20, 1905.” 

This language is quoted with approval in the opinion of this 
court in Baldwin Co. v. Howard Co., 256 U.S. 35, 41 Sup. Ct. 405, 
65 L. Ed. 816 [11 T. M. Rep. 159], in which it was held that 
there could be no review in this court, by appeal or certiorari, of a 
decision of the District Court of Appeals in respect to the registra- 
tion of a trade-mark under Section 9 of the Trade-Mark Act. 

It is pressed upon us, however, that this language in Atkins 
v. Moore and in Baldwin Co. v. Howard Co. was not necessary to 
the conclusion in those cases and is to be regarded as obiter dictum. 
It was used in arguendo and was the unanimous expression of the 
court in both cases. It may be that the conclusion that the decision 
of the Court of Appeals was not final and appealable to this court 
could have been reached without this argument; but, however this 
may be, the construction put by the court on Section 9 is most 
persuasive and follows so clearly from the decision in Gandy v. 
Marble that we find no reason to question its correctness. 

An argument has been made to us against giving such an effect 
to Section 9 based on the intrinsic differences between the nature 
of the patent right, and that in a trade-mark. We do not regard 
such differences as important in interpreting Section 9 when it is 
obvious from that section and the whole of the Trade-Mark Act that 
Congress intended to produce a parallelism in the mode of securing 
these two kinds of government monopoly from the Patent Office. 

The decree of the District Court is reversed, and the case is 
remanded for further proceedings. 
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INTERNATIONAL Heatine Co., et AL. v. Ortver Orr Gas Burner & 


MAcHINE Co. 
(288 Fed. Rep. 708) 


United States Circuit Court of Appeals, Eighth Circuit 


> 


April 7, 1923 


Unrair Competition—Use or Simrar Descriptive Marrer—ConFipENTIAL 

INFORMATION. 

There can be no monopoly of descriptive language, and no one 
may invoke the law of confidential information to deprive another of 
the right to choose his words. Moreover, the party complaining of 
the wrongful use of confidential information must have some right 
to or in the subject-matter of the information claimed to be con- 
fidential, as, for instance, the formula of a proprietary medicine. 

Same—Same—“Ouiver Orn Gas Burner” anv “Instant Gas O11 Burner” 

—ApveERTISING Marrer—DIFFERENTIATING FeaturEsS—APppeat—ReE- 

VERSAL. 

Defendant, a manufacturer of gas oil burners, by advertising 
them under the name “Instant Gas Oil Burner,” with a cut of a woman 
by a stove, was not unfairly competing with plaintiff, which manufac- 
tured a similar burner, and advertised it under the name “Oliver Oil 
Gas Burner,’ showing also the cut of a woman seated at a stove, 
but not so similar to defendant’s device as to mislead, when the address 
of the respective parties was plainly given, particularly as customers 
must of necessity read the whole advertisement in either case to be- 
come acquainted with the article advertised. 


In equity. Action for unfair competition. Decree for com- 
plainant, and defendants appeal. Reversed. 


F. W. Lehmann, of St. Louis, Mo. (Anderson, Gilbert & Wol- 
fort, of St. Louis, Mo., on the brief), for appellants. 
Wilbur B. Jones, of St. Louis, Mo., for appellee. 


Before Lewis and Kenyon, Circuit Judges, and Jonnson, 
District Judge. 


Jounson, District Judge: Appellee was plaintiff in the court 
below. It brought the suit to restrain unfair competition and for 
an accounting of profits. Plaintiff company was organized early 

1918, with its principal place of business in St. Louis, Mo. Since 
its organization plaintiff has carried on the business of manufactur- 
ing and selling oil and gas burners, which it has brought to the 


attention of the public through advertisements in various news- 
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papers, magazines, and periodicals. Plaintiff has sold its burners 
principally through soliciting agents, but it does a mail order busi- 
ness also, and has disposed of some of its burners directly to cus- 
tomers. In the conduct of its business, plaintiff made up lists of 
customers and prospective customers, which lists were furnished 
to and used by its agents. These lists were also used by plaintiff 
in its mail order business. Shortly after the organization of the 
company, the defendant Grafe was employed by the plaintiff to 
assist in the conduct of the business in the St. Louis office. He 
became familiar with, and made use of the lists of customers above 
mentioned. He assisted the general manager in preparing adver- 
tising copy. Sometimes, in the absence of the general manager, he 
alone prepared the copy. About the Ist of February, 1920, the 
defendant Grafe left plaintiff's service, and shortly thereafter, with 
others, organized the defendant company, with its principal place 
of business in St. Louis. The defendant company immediately be- 
gan to manufacture and sell oil and gas burners similar to plaintiff's 
burners. Grafe was manager of the business. The defendant 
company adopted plaintiff's plan of business; that is, it advertised 
its burners in newspapers, magazines, and periodicals, sold through 
soliciting agents, and did a mail order business directly with cus- 
tomers. 

The unfair competition alleged in the complaint is: (1) That 
the defendant Grafe, while in plaintiff's service, made copies of 
the lists of plaintiff's customers above mentioned; that he delivered 
these copies to the defendant company, and the defendant company 
was using these lists to sell its burners to plaintiff’s customers. 
(2) That the defendant company, in the advertisements of its 
burners in newspapers, magazines, and periodicals, has imitated 
those published by plaintiff, and has made them so similar in ap- 
pearance and wording to plaintiff's that the ordinary person, read- 
ing defendants’ advertisements, would be deceived and believe that 
he was reading the advertisements of plaintiff, and that the public 
is necessarily and intentionally deceived and led to purchase the 
product of the defendant company, believing it to be the product 
of plaintiff. 
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Upon the final hearing, the trial court, upon the first ground, 
found for defendants; upon the second ground, for plaintiff. It 
thereupon granted an injunction and ordered an accounting of 
profits. It should be noted that there is in the case no question of 
trade-mark or trade-name, or of imitation of plaintiff’s burner or 
of the dress in which it is presented to the public. 

In his brief, counsel for plaintiff repeatedly charges the de- 
fendant Grafe with bad faith. The evidences of bad faith, put 
forward and commented upon in the argument, are that Grafe, 
while still in plaintiff’s service, planned the organization of a com- 
peting business, opened the books of plaintiff to strangers for the 
purpose of inducing them to join him in organizing the defendant 
company, kept copies of all advertising literature, instructed a 
subordinate not to answer letters from complaining customers, 
burned plaintiff's paragraph book, left plaintiff's service in viola- 
tion of his agreement to remain for another year, and after leaving 
plaintiff's service Grafe said the almighty dollar was his god and 
he would “get” plaintiff's business, appropriated and used in the 
advertisements and advertising literature of the defendant company 
certain words, phrases, and sentences, and also in general outline 
the pictorial representations, appearing in plaintiff's advertisements, 
advertising copy, and literature, duplicated plaintiff's plan of ad- 
vertising campaign for 1920 as outlined to him while still in plain- 
tiff’s service by the general manager, organized the defendant com- 
pany, “not so much to build up a business of his own,’ but “by 
using everything of plaintiff company which he could * * * ‘to get 
the Oliver Company and put it out of business.’’’ These evidences 
of bad faith are put forward, not as independent causes of action, 
but to buttress and reinforce the cause of action alleged in the com- 
plaint of unfair competition by imitation of plaintiff’s advertise- 
ments, ete. Counsel in his brief says: 

“The purpose of this suit is to stop the deception at the first point 


of contact with the public, to wit, when the public sees the advertisement 
and then gets the follow-up literature in answer to inquiries.” 


And: 


“We feel that in the instant case are several elements, the proof of one 
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of which in other cases has been sufficient to warrant an injunctive decree, 
but the several elements so combined here demand as the only just and 
equitable thing that can be done to stop this unfair and irreparable with- 
drawal by Grafe and his associates of plaintiff's business, is to hold aloft 
the strong arm of equity which was interposed by the District Court 
below.” 

It is only fair to say the statement that Grafe organized the 
defendant company “not so much to build up a business of his own,” 
but “by using everything of plaintiff company which he could * * * 
‘to get the Oliver Company and put it out of business,’ ”’ is without 
support in the evidence. 

Plaintiff’s cause of action is that the defendant company, in the 
advertisements of its burners in newspapers, magazines, and peri- 
odicals, has imitated those published by plaintiff, and has made 
them so similar in appearance and wording to plaintiff's that the 
ordinary person reading defendants’ advertisements would be de- 
ceived and believe that he was reading the advertisements of plain- 
tiff, and that the public is necessarily deceived and led to purchase 
the product of the defendant company, believing it to be the product 
of plaintiff. If Grafe did all the things he is charged with doing, 
in what way is plaintiff's case strengthened? His conduct may 
have been unethical, and reprehensible, but the things he is charged 
with doing, whether considered singly or together, do not in the 
remotest degree tend to prove that the advertisements of the de- 
fendant company were so similar in appearance and wording to 
plaintiff's that the ordinary person reading those of the defendant 
would be deceived and believe that he was reading the advertise- 
ments of plaintiff. 

Let it be conceded, as claimed by plaintiff, that Grafe appro- 
priated and used in the advertisements and advertising literature of 
the defendant company certain words, phrases, and sentences, and 
in general outline the pictorial representations appearing in plain- 
tiff’s advertisements and advertising literature, what right of plain- 
tiff was encroached upon? It seems to be plaintiff’s contention 
that the language of its advertisements, advertising copy and litera- 
ture used during the years 1918 and 1919 which Grafe prepared 


or assisted in preparing, and the language of advertising copy 
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intended for use in 1920 which the witness Oliver testified he 
showed to Grafe in January, 1920, were confidential information 
which Grafe had no right to use in preparing the advertisements 
and advertising literature of the defendant company. It should be 
kept in mind that the use of plaintiff's lists of customers by the 
defendant company is the only wrongful use of confidential infor- 
mation alleged in the complaint; but, waiving this, let us consider 
for a moment the novel contention that ordinary descriptive lan 
guage may be the subject-matter of confidential information. 

Words are but symbols. In combination they express ideas. 
They are not information; they convey information. Information 
conveyed by words may be confidential, not the words. There can 
be no monopoly of descriptive language. JViavi Co. v. Vimedia Co., 
245 Fed. 289, 157 C. C. A. 481 [7 T. M. Rep. 609]; S. R. Feil 
Co. v. John E. Robbins Co., 220 Fed. 650, 186 C. C. A. 258 [5 
T. M. Rep. 163]; Trinidad Asphalt Mfg. Co. v. Standard Paint 
Co., 163 Fed. 977, 90 C. C. A. 195 [1 T. M. Rep. 10]; Caswell et 
al. v. Davis, 58 N. Y. 223, 17 Am. Rep. 233. No one may invoke 
the law of confidential information to deprive another of the right 
to choose his words. The party complaining of a wrongful use 
of confidential information must have some right to or in the sub- 
ject-matter of the information claimed to be confidential, as, for 
instance, the formula of a proprietary medicine (C. F. Simmons 
Medicine Co. v. Simmons [{C. C.]| 81 Fed. 163), or the right may 
relate to business connections (as in Merchants’ Syndicate Catalog 
Co. v. ltetailers’ Factory Catalog Co. {D. C.], 206 Fed. 545 
[3 T. M. Rep. 486]). If the defendant company has been guilty 
of unfair competition, it is not because of the wrongful use of con- 
fidential information acquired by Grafe during his employment by 
plaintiff, but because of imitation of plaintiff's advertisements and 
deception of the public. 

We have carefully studied all of the exhibits in evidence, and 
are convinced that no reasonable person, previously acquainted 
with plaintiff's advertisements, would be misled by anything ap- 


pearing in the advertisements of the defendant company. Unfair 


competition begins where imitation results in the deception of the 
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customers of the party complaining. In this case, the customers of 
plaintiff were those who read its advertisements, and who made 
inquiry through the mails with the view of becoming agents for 
the sale of plaintiff's burners or purchasers for personal use. In 
every advertisement found in the record, each party made promi- 
nent its name and address, as well as the distinctive name of its 
burner, plaintiff’s being called the “Oliver Oil Gas Burner,” and 
that of the defendant company, “Instant Gas Oil Burner.” Each 
has a cut showing a woman by a stove, but the similarity is not 
such as to mislead. Especially is this true when it is remembered 
that we are here dealing with advertisements, and not with the dress 
in which the burners of the respective parties were offered to cus- 
tomers over the counter by retail dealers. Similarity of dress is en- 
joined as unfair competition, because customers, calling for an 
irticle, do not stop to read printed names and addresses, or to ob- 
serve differences which may distinguish the simulated article from 
the one called for. They are satisfied with general appearances. 
But a customer obtained through an advertisement must of ne- 
cessity read the advertisement to become acquainted with the article 
advertised and to know the name and address of the advertiser. 
Plaintiff's advertisements describe the Oliver oil gas burner and 
vive plaintiff's name as Oliver Oil Gas Burner & Machine Com- 
pany, with its address. The advertisements of the defendant com- 
pany describe the Instant gas oil burner and give its name as Inter- 
national Heating Company, with its address. No sensible person 
acquainted with plaintiff's advertisements would believe that the 
defendant company was advertising and selling plaintiff's burner. 
Standard Paint Co. v. Trinidad Asph. Co., 220 U. S. 446, 31 Sup. 
Ct. 456, 55 L. Ed. 586 [1 T. M. Rep. 10]; Howe Scale Co. v. 
Wyckoff, Seamans, etc., 198 U. S. 118, 25 Sup. Ct. 609, 49 L. Ed. 
172; Goodyear Co. v. Goodyear Rubber Co., 128 U. S. 598, 9 Sup. 
Ct. 166, 32 L. Ed. 585; Dare v. Foy, 180 Iowa, 1156, 164 N. W. 
179. 

The judgment is reversed, and the court below directed to 


dismiss the action. Costs to appellants. 
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Juvenite Suoe Co., Inc. v. Feperat Trape CoMmMIssioNn 
(289 Fed. Rep. 67) 


United States Circuit Court of Appeals, Ninth Circuit 
May 14, 1923 


Unram Competrrion—Feperat Trave Commission Act—Use or SIMILaR 

TrapE-Names IN CompetTING Bustness—APpPrEAL—AFFIRMAL. 

Where appellant adopted as its trade-name the name of an older 
competing corporation, and began the manufacture and sale of chil- 
dren’s shoes in direct competition with the latter, the order of the Fed- 
eral Trade Commission enjoining the use of the said corporate name by 
the appellant was fully justified. 

TravE-Marxs—Unram Competirion—“J UVENILE” FoR CHILDREN’s SHOES— 

Goov-witt May Be Acaurrep tn Descriptive Term Entitiine It 

To PRrorection. 

While the word “Juvenile,” as applied to children’s shoes, may not 
be susceptible of appropriation as a trade-mark, the right to its use 
as a trade-name may still be protected against the unfair competition 
which might result from the use thereof by another corporation, where 
both are engaged in the same trade, dealing in the same class of goods 
and in actual competition with one another. 

Same—Same—Same—F act or Ceastne Use or Lasers No DEFENSE. 

An order of the Federal Trade Commission requiring appellant 
to cease the use of its corporate name and labels in the case at issue 
will not be disturbed because of proof that the appellant had ceased 
the use thereof, such proof not being such assurance that the use of the 


labels will not be resumed in future as not to warrant the issuance 
of the injunction. 





In equity. Action to review an order of the Commission re- 
quiring petitioner to desist from the use of its corporate name, and 


enjoining it from certain other acts of unfair competition. Order 
affirmed. 


Fred Mansur, of Los Angeles, Cal., for petitioner. 
W. H. Fuller, Charles M. Neff, and Eugene W. Burr, all of 


Washington, D. C., and D. N. Dougherty, of San Fran- 
cisco, Cal., for respondent. 


Before Girpert and Rupkrn, Circuit Judges, and Dierricn, 
District Judge. 


The petitioner seeks to review the order entered against it by the 
respondent, commanding it to desist from certain methods of competition 
in commerce. The respondent’s complaint alleged that the petitioner was 
organized on May 26, 1919, at Los Angeles, Cal., to sell children’s shoes 
exclusively at wholesale in California and in adjacent states; that the 
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Juvenile Shoe Corporation of America was organized in Missouri on June 
8, 1918, to manufacture and sell children’s shoes exclusively throughout 
the United States in interstate commerce in competition with others sim- 
ilarly engaged; that it has built up an extensive business in the sale of 
its product in California and adjacent states, and that its shoes are of 
greater value and of superior quality and sell for higher prices than the 
petitioner’s shoes; that the petitioner's corporate name so nearly resembles 
the corporate name of said Juvenile Shoe Corporation, and its trade-name 
or design so nearly resembles the registered trade-mark of the Juvenile 
Shoe Corporation, that it causes confusion in the trade, and thereby induces 
purchasers of children’s shoes to believe that the shoes offered for sale 
by the petitioner are the shoes manufactured by the Juvenile Shoe Cor- 
poration; that the trade-mark of the latter corporation is “Juvenile Shoe 
System,” used by it since January 1, 1919, and registered November 30, 
1920; that since January 1, 1919, the Juvenile Shoe Corporation used its 
trade-mark displayed as a wax seal, and this seal was employed by it by 
means of a label placed on the cartons in which the shoes were sold, and 
by tags attached directly to the shoes, and by means of a design on the 
soles of the shoes; that the petitioner put upon the boxes in which its 
shoes are packed a circular label, containing the face of a child, surrounded 
by the words “Juvenile Shoe Company, Inc.,” which so resembled the trade- 
mark of the Missuuri corporation as to be likely to cause confusion in 
the trade and deceive purchasers. 

The answer of the petitioner admitted that the shoes sold by the 
Missouri corporation were of superior quality to those sold by itself. Upon 
the pleadings and the proof, the respondent made findings and held that 
the petitioner had violated the provisions of Section 5 of the Act of Con- 
gress approved September 26, 1914 (Comp. St. § 8836e), creating the 
Federal Trade Commission and defining its powers and duties, and it 
ordered that the petitioner, its officers, directors, agents, and employees, 
cease and desist (1) from using as a part of its corporate name the word 
“Juvenile,” or any word or combination of words likely to be confused with 
the name of the Juvenile Shoe Corporation of America; (2) from using 
or permitting to be used in its behalf the word “Juvenile” on its marks, 
labels, tags, or other devices upon or in connection with the sale of shoes 
for infants, children, and misses; and (3) from directly or indirectly 
suggesting by the use of a word, mark, or label or otherwise that the goods 
of the petitioner are the goods of the Juvenile Shoe Corporation of 


America. 

GiserT, Circuit Judge (after stating the facts as above): 
The record fully justifies the order of the Federal Trade Commis- 
sion enjoining the use of the petitioner’s corporate name. The pe- 
titioner went into the business of manufacturing and selling chil- 
dren’s shoes and took a name so similar to a senior corporation 
that was engaged in precisely the same business and in the same 
field that confusion of the two corporations in the public mind was 
inevitable. The names “Juvenile Shoe Corporation” and “Juvenile 


Shoe Company, Inc.,” are practically identical. The reported 
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cases in which injunction has been sustained against the use of a 
corporate name afford few instances of names so similar and so 
likely to create confusion as those which these two corporations 
used. In assuming its name, a corporation acts at its peril. Ameri- 
can Order Scottish Clans v. Merrill, 151 Mass. 558, 24 N. E. 918, 
8 L. R. A. 320; Metropolitan Tel. Co. v. Metropolitan Tel. Co., 
156 App. Div. 577, 141 N. Y. Supp. 598 [3 T. M. Rep. 221]. In- 
junction will lie against a corporation that by any artifice deceives 
the public into believing that its goods are those of another cor- 
poration having a similar name; and this is true irrespective of any 
intent to mislead the public, and especially is it true when the cor- 
porations are engaged in the same business. General Film Co. of 
Mo. v. General Film Co. of Me., 237 Fed. 64, 150 C. C. A. 266 
(7 T. M. Rep. 50]; Nat. Circle Daughters of Isabella v. Nat. 
Order D. I. (C. C. A.) 270 Fed. 723 [11 T. M. Rep. 163}. 

Nor are we convinced that this court should modify that por- 
tion of the order here under review which forbids the petitioner to 
use the word “Juvenile” on its marks, labels, and tags in connec- 
tion with the sale of children’s shoes, and from suggesting by word, 
mark, label or otherwise that its goods are the goods of the Juvenile 
Shoe Corporation. The Federal Trade Commission found as a fact 
that the use of the word “Juvenile” as it was employed by the 
petitioner caused confusion and led purchasers to believe that the 
petitioner's goods were those of the Juvenile Shoe Corporation. 
It is not asserted that the Juvenile Shoe Corporation has the exclu- 
sive right to the word “Juvenile” as applied to shoes, but we think 
it has a proprietary and exclusive right to the good-will which it 
has created by its dealing and its advertising with the purchasing 
public, as well as by the superior quality of its shoes, and that the 
use of the word “Juvenile” by the petitioner on its shoes, has, as 
the Trade Commission finds, tended to create the false impression 
that the goods sold by the petitioner were the goods of the Juvenile 
Shoe Corporation, and while it may be that the word “Juvenile” is 
not susceptible of appropriation as a trade-mark, the right to its 


use as a trade-name may still be protected against the unfair com- 


petition which might result from the use of the same trade-name 
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by another corporation, where both are engaged in the same trade, 
dealing in the same class of goods and in actual competition with 
one another. Pillsbury-Washburn Flour-Mills Co. v. Eagle, 86 Fed. 
608, 30 C. C. A. 886, 41 L. R. A. 162; Straus v. Notaseme Co., 240 
U. S. 179, 36 Sup. Ct. 288, 60. L. Ed. 590 [6 T. M. Rep. 103]; 
G. W. Cole Co. v. American Cement & Oil Co., 180 Fed. 708, 65 
C. C. A. 105; N. K. Fairbank Co. v. Luckel King §& Cake Soap Co., 
102 Fed. 827, 42 C. C. A. 376; Stark v. Stark Bros. Nurseries & 
Orchards Co., 257 Fed. 9, 168 C. C. A. 221 [9 T. M. Rep. 182]. 

It is contended that, since the petitioner has ceased the use of 
a label on the cartons in which its shoes are packed and sold, an 
order to cease placing such labels on the cartons is not warranted; 
but it does not follow that the order should be dissolved. The 
Juvenile Shoe Corporation is not bound to accept the fact of the 
disuse of the labels as proof that the use will not be resumed in 
the future, and the mere fact that the petitioner has ceased such 
use is no reason why injunction should not issue. Sears, Roebuck & 
Co. v. Federal Trade Commission, 258 Fed. 807, 169 C. C. A. 828, 
6 A. L. R. 358 [9 T. M. Rep. 399]; Sazlehner v. Eisner, 147 Fed. 
189, 77 C. C. A. 417. 


The order of the Federal Trade Commission is affirmed. 





I. T. S. Co. v. Tee Pee Russer Co. 
(288 Fed. Rep. 794) 
United States Circuit Court of Appeals, Siath Circuit 
April 5, 1923 
Trape-Marxks—Unrair Competirion—AccouNTING—NOoNE OrpERED IN AB- 

SENCE OF SUBSTANTIAL RECOVERY. 

Where in an action for unfair competition, an inquiry into the 
profits made or damages caused normally follows an injunction, an 
accounting wi!! not be ordered where it is clear that there could be 
no substantial recovery. 

Appeal from the District Court of the United States for the 
Eastern Division of the Northern District of Ohio. 


{[Nore—That portion of the opinion relating to the infringement of the 
patent is here omitted.—Ed.] 
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In equity. Suit for patent infringement and unfair competi- 


tion. From the decree, complainant appeals. Affirmed. 


Charles A. Brown, of Chicago, Ill., and F. O. Richey, of 
Cleveland, Ohio, for appellant. 

Frederick P. Fish, of Boston, Mass., and C. P. Goepel, of 
New York City, for appellee. 


Before Knappen, Denison, and Donanve, Circuit Judges. 


In patent, trade-mark, and copyright cases, where the court 
finds a past infringement of plaintiff’s exclusive right and awards 
an injunction, an inquiry into the profits made or damages caused 
by the defendant will normally follow. The same rule of presump 
tion may well apply to an unfair competition case (Merriam Co. 
v. Saalfield, C. C. A., 198 Fed. 369, 371, 117 C. C. A. 2438 
[2 T. M. Rep. 443], although the reason therefor will be of less 
imperative character than in cases where a more definite and posi- 
tive right has been infringed; but even in these more definite cases, 
the rule that there should be an accounting for past actions has its 
exceptions, and an accounting will not be ordered where it is clear 
that there could be no substantial recovery (Ludington v. Leonard 
C. C. A. 2, 127 Fed. 155, 157, 62 C. C. A. 269; Merriam v. 
Ogilvie, C. C. A. 1, 170 Fed. 167, 169, 95 C. C. A. 428; Gaines v. 
Rock Spring Co., C. C. A. 6, 226 Fed. 531, 543, 141 C. C. A. 287 
[6 T. M. Rep. 10]—reversed by the Supreme Court, but not on this 
point). 

We think the present case, with relation to the acts of compe- 
tition adjudged unfair, belongs in the exceptional class. Each pair 
of rubber lifts was put up in a paper box, with different colors and 
markings, indicating the colors and sizes of the lifts. The boxes 
first adopted by the T. P. Co., and used until complaint was made, 
were sufficiently similar to tend to mislead an ordinary purchaser 
over the counter; hence the injunction was proper; but we agree 
that it went as far as the proofs justified. However, very few sales 
were made in this way; the ordinary ultimate consumer was the 


cobbler or other professional shoe repairer, who would buy a con- 


siderable number of boxes, and who would usually understand their 








~ 
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origin. The probability that any proof exists that any substantial 
number of sales had been made because of any such misleading 
dress seems very remote; and, lacking proof or presumption that 
the sale itself had been caused by the wrongful act, it would seem 
impossible to apportion any profits to the use of this package as 
distinguished from rightful profits on the goods themselves; nor 
are we aware of any principle upon which all the profits could be 
awarded. Straus v. Notaseme Co., 240 U. S. 179, 182, 36 Sup. 
Ct. 288, 60 L. Ed. 590 [6 T. M. Rep. 103]. The sale of the article 
itself was lawful; the misleading inducement must have been a 
minor fraction in distributing the causes of sale; the case is not 
parallel to one where the name of the thing would be dominant in 
advertising and in sales. 

We think that the appellant cannot complain of the denial of 
accounting, and that the decree in this respect also should be 


affirmed. 


PortreR-WRIGHTINGTON, Inc. v. Warp BakinG Co. 
(288 Fed. Rep. 597) 


United States District Court, District of Massachusetts 
March 20, 1923 


Trape-Marxs—“Oxtp Grist Mitt” ror Wore Wuear FLrour—Goop-wiLu 

MISAPPROPRIATION— INJUNCTION. 

Plaintiff, by a use extending through thirty years of the words 
“Old Grist Mill” and the picture of an old grist mill as a trade-mark 
for whole wheat flour, whole wheat bread and the like products, and 
by extensively advertising and selling the goods under such trade- 
mark, acquired a substantial good-will therein; and defendant’s con- 
duct in widely advertising and selling its bread under the name and 
device of the Old Grist Mill, was a plain attempt to appropriate 
plaintiff's property and to mislead the public into buying defendant’s 
products, when plaintiff's products were desired; and an injunction 
will issue. 

Trapve-Marks—INFRINGEMENT—DeEFENSE OF “UNCLEAN Hanns.” 

In the case at issue, where plaintiff's flour, although some small 
portion of the bran or hull had been removed therefrom, was genuine 
whole wheat flour, according to the generally accepted meaning of 
the term, the defense of “unclean hands” could not be maintained. 
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Trape-Marks—Nature oF Rigut—Nor Ricuts 1x Gross, 

Trade-marks are not rights in gross, like a patent or a statutory 
copyright; and, where a limited and not clearly ascertained use of the 
name and emblem of the Old Grist Mill was made prior to plaintiff's 
adoption thereof, such use did not destroy plaintiffs rights as against 
the defendant. 


In equity. Action to restrain unfair competition and trade- 


mark infringement. Injunction granted. 


Elder, Whitman, Weyburn & Crocker, of Boston, Mass., for 
plaintiff. 

Wm. Quinby, of Boston, Mass., and Pennie, Davis, Marvin & 
Edmonds, of New York City, for defendant. 


Anperson, Circuit Judge: By this suit in equity plaintiff 
seeks relief against alleged unfair competition and trade-mark in- 
fringement. 

About 1889, the firm of Potter & Wrightington, the predeces- 
sors of the plaintiff corporation, began dealing in flour, acting as 
commission merchants for mills in the West. Some three years 
later, they installed milling machinery in their plant in Boston, 
and ground wheat into wheat meal. Later they bolted out the 
coarser particles of bran, thus making what is commonly known 
in the trade as “whole wheat flour.’”” About 1902, they moved into 
the five-story building, about 90 x 100 feet, to Charlestown, now 
occupied by them. In this they have milling machinery—rolling 
mills and three French burr stones—and two large baking ovens, 
used for baking dog biscuit, and at times for baking samples of 
bread made from their flour. In addition to wheat meal and whole 
wheat flour, they have manufactured rolled wheat, rye flakes, cereal 
coffee, wheat crackers, ginger cookies, dog bread, ete. When they 
put out the entire wheat flour, they adopted as a distinguishing 
mark therefor the name “Old Grist Mill.” About 1898 or 1894, 
they also adopted a picture representing an old grist mill, alleged 
once to have existed in Scituate, Mass. These two forms of picture 


and words have been used by them continuously on their various 


products, and the packages and cartons containing them, for ap- 
proximately 30 years. 
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The plaintiff's immediate customers are mostly bakers and 
grocers. In order to increase their sales, plaintiff sought to reach 
the ultimate consumer of flour by creating a demand for bread 
made of Old Grist Mill flour. To that end it furnished, to 1,000 
or more baker customers, wrappers, about 300 to a barrel of flour, 
intended to be wrapped around the middle of the loaf. One of 
these wrappers is hereto annexed and marked “Exhibit. A.’’ This 
wrapper is headed “Old Grist Mill Health Bread,” with a picture 
of a loaf of bread in a wrapper showing the old grist mill thereon, 
and a space for inserting the name of the particular baker selling 
the bread made of Old Grist Mill flour. It also has a premium 
list of prizes “given only to customers of bakers using the Old 
Grist Mill flour.””. To secure such premiums the bread buyer was 
told to cut out the picture, with the baker’s name thereon, and send 
the slips, with postage, to “Department X, Old Grist Mill, Charles- 
town, Mass.” They thus adopted in this advertising and premium 
business the term “Old Grist Mill” as their name, for the purpose 
of receiving mail. The premiums ran from an “Old Grist Mill” 
cook book for three wrappers, to a watch for 10,000 wrappers. 
The wrappers also contain an offer of a special prize of $15 for 
the “baker, driver, or saleslady sending the largest number of 
coupons,’ and so on. Printed in large letters on each side of this 
wrapper are the words: 


“No wrappers redeemed that have not been used on ‘Old Grist Mill’ 
health bread.” 


This and much other analogous advertising show clearly how 
the plaintiff built up a good-will in Old Grist Mill flour, by inducing 
consumers of bread to demand of their bakers and grocers bread 
made of this flour. Later a different form of waxed wrapper was 
adopted, but it shows the Old Grist Mill picture. Various other 
forms of advertising, featuring the old Grist Mill, were used by 
the plaintiff, such as billboard posters, 8 x 10 feet in dimensions, 
posted in Pennsylvania, New Jersey, and New York. Demonstra- 
tions at times were given of the merit of bread made of Old Grist 
Mill flour in grocery stores and food fairs, and at one time in Phil- 
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adelphia at a regular market stall. At times there was house-to- 
house canvassing, selling packages of various products made from 
Old Grist Mill flour. Cook books were used to advertise the flour 
and other Old Grist Mill products. 

In such advertising—directed towards bringing Old Grist Mill 
products into public favor, and identifying them with the plaintiff— 
the plaintiff expended, in the years 1908-1921, inclusive, upwards 
of $840,000. The volume of their business was substantial, running 
from about $300,000 a year to something over $700,000 a year. 
Both the words “Old Grist Mill” and the picture were registered 
as trade-marks in the United States Patent Office, and at the proper 
offices in Massachusetts and California. These marks also have 
appeared on the stationery and bills of the plaintiff and its pred- 
ecessors since 1898. Their goods were marketed in New England, 
New York, New Jersey, Pennsylvania, District of Columbia, Mary- 
land, Illinois, California, and more or less in other states. 

“The grist mill,’ the court remarked, “was one of the first 
public utilities in pioneer days. To it our forefathers took the 
grain, where it was ground, sometimes bolted or sifted, receiving 
back meal or flour; the miller keeping the bran or a portion of the 
grain as toll.” The phrase “Old Grist Mill’ and the picture sug- 
gest in attractive form the simple and supposedly wholesome habits 
and diet obtaining in days of old. Both the words and the emblem 
were, therefore, a desirable and effective means of advertising the 
merit, or supposed merit, of whole wheat flour as superior to or- 
dinary white flour, from which practically all of the outer covering 
of the wheat has been taken. It was an advertising concept of 
intrinsic merit. 

It is also clear that, by advertising and pressing its products 
upon the trade for a period of 30 years, the plaintiff established 
a substantial good-will, connected in the public mind with this 
name and emblem. Plaintiff was, for practical and business pur- 
poses, the Old Grist Mill, and its products were Old Grist Mill 
products. “Old Grist Mill” became the commercial signature of 
the plaintiff. United Drug Co. v. Rectanus Co., 248 U. S. 98, 
39 Sup. Ct. 48, 63 L. Ed. 141 [9 T. M. Rep. 1]. 








Wits 0 


POTTER-WRIGHTINGTON, INC. V. WARD BAKING CO. 309 


The defendant, Ward Baking Co., is a large baking concern, 
with branches in various parts of the United States. Early in 1922 
it manufactured and put upon the market a whole wheat bread 
called ‘Home Spun,” put out in a wrapper with a picture thereon 
of an old grist mill, substantially like the plaintiff's emblem, and 
has sold approximately 10,000,000 loaves of this bread. It has 
also carried on for the past year an extensive advertising campaign, 
in which the picture of an old grist mill, very like the plaintiff's, 
is a prominent feature, containing the words, in large letters, “Look 
for the Old Grist Mill.” 

Some time ago the plaintiff put out a card on which was a 
fan-shaped picture of such mill, with the words: 

“Back of the loaf is the snowy flour, 
And back of the flour the mill, 


And back of the mill is the wheat and the shower, 
And the sun and the Father’s will.” 


In advertising since January 1, 1922, the defendant, on pic- 
tures showing the Old Grist Mill, has varied the words as follows: 
“Back of the loaf is the Whole Wheat Flour, 
Which is ground at the old grist mill, 


And Back of the mill is the wheat and the shower, 
And the Sun and the Father’s will.” 


It would be hard to conceive of plainer evidence of an in- 
tent to appropriate all possible advantage derivable from the 
original conception of the Old Grist Mill, as suggesting whole 
wheat flour, as well as the advantage accruing from the plaintiff's 
30 years of advertising and use of the term and the emblem as 
signifying whole wheat flour. The use of the name “Ward,” in 
connection with Old Grist Mill and the picture, is intended and 
calculated to lead the bread-buying public to believe that the Ward 
Company, and not the plaintiff, is the original “Old Grist Mill’ 
concern. T'aylor v. Carpenter, 3 Story, 458, Fed. Cas. No. 18784. 
Such action aggravates the injury done by its misappropriation of 
the plaintiff's “commercial signature.’ It shows wrongful intent, 


not purpose to sell its own products on the good-will legitimately 
created therefor. 
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The defendant is an extensive advertiser, and keeps in its files 
a record of trade-mark registrations. About 1912 it bought a 
bakery in Newark, N. J., which was using substantial quantities 
of the plaintiff’s Old Grist Mill flour, and selling its bread in wrap- 
pers received from the plaintiff. After this purchase, this branch 
of the defendant continued to use substantial quantities of the plain- 
tiff’s Old Grist Mill flour, and received from the plaintiff, and used, 
some 14,000 or 15,000 of its Old Grist Mill wrappers. That some 
of defendant’s managers knew of such use of this flour and these 
wrappers seems certain. 

In February, 1922, promptly after learning of the defendant’s 
use of the words and the picture of the Old Grist Mill, the plaintiff 
notified the defendant of its claim of infringement. The defendant 
denied infringement, refused to discontinue, and has carried on an 
extensive advertising campaign, so that in all about 10,000,000 
copies of newspaper advertisements have appeared seeking to iden- 
tify in the public mind the defendant as the Old Grist Mill concern. 

While the defendant denies that it knew of the plaintiff’s use 
of the Old Grist Mill name and emblem before adopting them in 
the early part of 1922, the evidence, taken in connection with its 
subsequent course of conduct, grounds the conclusion that the de- 
fendant did know of the plaintiff’s rights, and deliberately intended 
to appropriate to itself, so far as practicable, plaintiff's good-will 
arising from the plaintiff's prior adoption of the emblem and phrase, 
and the good-will created by the plaintiff's advertising and use 
thereof for a period of about 30 years. The wrongful conduct was 
deliberate and persistent. It is a plain case of undertaking to 
appropriate the plaintiff's property, and to mislead the public into 
buying defendant’s products, when plaintiff's products are desired. 

I turn now to the defense: 


(1) Defendant contends that it is not in competition with the 
plaintiff, because the plaintiff is a manufacturer and dealer in flour, 
whereas the defendant is a baker. But both are seeking to enlarge 
their markets by attracting the ultimate consumer of wheat, mainly 
eaters of bread. Both seek to direct the favor of the bread-pur- 
chasing public toward whole wheat bread, as more wholesome and 
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nutritious, and to accustom the bread buyers to call for such bread 
as made of Old Grist Mill flour. The fact that the defendant buys 
flour and manufactures it into bread, which is in large part dis- 
tributed to the consumers through grocery stores, while the plaintiff 
is both manufacturer of and dealer in flour, which it sells chiefly 
to the bakers, does not prevent the essential relation between the 
two concerns from being competitive. Willys-Overland Co. v. Akron 
Overland Tire Co. (D. C.) 268 Fed. 151 [11 T. M. Rep. 5]; Aunt 
Jemima Mills Co. v. Rigney & Co., 247 Fed. 407, 159 C. C. A. 461, 
L. R. A. 1918C, 1089 [8 T. M. Rep. 163]; Edgar-Morgan Co. v. 
Alfocorn Co. (D. C.) 270 Fed. 344 [11 T. M. Rep. 95]. 

(2) Defendant contends that, as the wrappers furnished by 
the plaintiff to its 1,000 or more baker customers were intended to 
carry the particular baker’s name as the maker of the bread, the 
trade-mark and emblem fail to denote origin, and cannot be pro- 
tected. 

In effect, this is nothing but the contention just dealt with. 
The fact that the wrappers were intended to direct the ultimate 
consumer’s attention to a particular baker did not prevent their 
having also the effect of inducing trade for Old Grist Mill flour 
made by the plaintiff. For present purposes, it is immaterial 
whether the baker be an independent trader or a mere distributing 
agent of the flour manufacturer and dealer. The natural and in- 
tended effect of plaintiff's advertising was to induce wheat con- 
sumers to buy wheat in the form of bread made of Old Grist Mill 
flour, and it was this trade, thus induced, that the defendant seeks 
to appropriate to itself. 

(3) The defendant’s claim that the plaintiff is in court with 
unclean hands finds little or no support in the evidence, fairly 
analyzed. The gist of the contention is that the plaintiff, by adver- 
tising connected with the Old Grist Mill name and emblem, falsely 
represented that the Old Grist Mill flour was an entire or whole 
wheat flour, when in fact some small part of the bran or hull had 
been taken out. It is at least a debatable question as to whether 
wheat flour, as distinguished from wheat meal, does not require the 
elimination of some part of the hull of the wheat. The plaintiff’s 
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flour was, within the fair and generally accepted use of the term, 
a whole wheat flour. It was radically distinguished from ordinary 
wheat flour, from which the entire hull, and what is commonly called 
“middlings” have been eliminated. 

There is nothing in the rather meager evidence concerning the 
suggestions or action of the federal pure food authorities or those 
of New York to affect the conclusion which a court should reach 
on the evidence itself. Without detailed review, it is plain on all 
the evidence, and I so find, that the plaintiff intended to deal hon- 
estly and fairly with the purchasing public; that its product, made 
in its own mill, was essentially what it advertised it to be; that as 
to flour purchased from other makers it exercised care and diligence 
to procure and market flour made as advertised by it. The defense 
of unclean hands cannot be sustained. Compare American Thermos 
Bottle Co. v. Grant Co. (D. C.) 279 Fed. 151; Id. (C. C. A.) 282 
Fed. 426 [12 T. M. Rep. 190}. 

(4) Defendant’s most plausible contention is that, if and in 
so far as the plaintiff’s case is what is sometimes called a technical 
trade-mark case, the plaintiff's use was anticipated by an alleged 
similar use by Frank L. Thornton of Providence, R. I. There is 
evidence tending to show that in 1892, before the plaintiff started 
in the use of the name and emblem of the Old Grist Mill, Thornton, 
who was carrying on a small local business as a dealer in corn 
meal, graham flour, and a line of cereals, adopted a similar emblem 
(but not the name “Old Grist Mill’), registered it as a trade-mark, 
and used it in connection with his business carried on in Providence 
and vicinity. It also appears that in 1900 Thornton assigned this 
trade-mark to one Hoxie, who brought a suit for infringement 
against the predecessor of the present plaintiff in the Circuit Court 
for this district. A demurrer was filed, apparently argued, and 


leave given to the plaintiff to file an amended bill, on payment of 


costs. An amended bill is in the files, but apparently was not al- 
lowed, because of the non-payment of costs. The amended bill, if 
it be treated as evidence, shows Thornton had assigned all his 


alleged rights in the trade-mark to Hoxie and one Davis, taking 
back a revocable license. 
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The case stood without action until 1905, when it was dismissed 
for lack of prosecution. There is meager evidence to the effect that 
the Thornton concern was incorporated, and is still carried on, 
apparently by a grocery house that, as a creditor, took over the 
stock of the corporation. How far, if at all, such trade as the 
concern may now have is connected with the grist mill picture does 
not clearly appear. Nor does it appear what rights, if any, in the 
trade-mark, the present concern has or claims to have. 

On this record, it is manifestly impossible to determine what 
rights, if any, against the present plaintiff the Thornton concern 
may have in this trade-mark or trade-name. The Thornton Com- 
pany is not before this court. Hanover Star Milling Co. v. Metcalf, 
240 U. S. 403, 36 Sup. Ct. 357, 60 L. Ed. 713 [6 T. M. Rep. 149]; 
United Drug Co. v. Rectanus Co., 248 U. S. 90, 97, 39 Sup. Ct. 
18, 63 L. Ed. 141 [9 T. M. Rep. 1]. But it seems clear that, even 
if the Thornton Company may have for some purposes and in some 
territory a right in the trade-mark superior to that of the plaintiff, 
the defendant is not thereby exonerated from responsibility for its 
manifest attempt to appropriate to itself a good-will created by 
the plaintiff's advertising and long course of business. Defendant 
is not seeking to protect any rights of the Thornton Company; 
it is trying to misappropriate property, belonging to the Thornton 
Company, or to the plaintiff, or to both. Whether or not, in case 
of another suit by the Thornton concern against the plaintiff, aban- 
donment, laches, estoppel, or limitation in territory could be suc- 
cessfully urged, cannot now be determined. But it is on all the 
record, I think, clear, and I so rule, that such use as was made of a 
similar emblem by the Thornton Company did not destroy the 
plaintiff's rights as against this defendant. Trade-marks are not, 
as pointed out by Mr. Justice Pitney, in Hanover Star Milling Co. 
v. Metcalf and United Drug Co. v. Rectanus Co., supra, rights in 
gross, like a patent or a statutory copyright. 

It is now settled that trade-mark law is only a part of the 
broader field of unfair competition law. Many earlier dicta, prob- 
ab 


ii 


ly some earlier decisions, are not now safe guides. Compare 


Rectanus case, 248 U. S. 97, 98, 39 Sup. Ct. 48, 68 L. Ed. 141. 
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It follows that, even if, on litigation between the plaintiff and 
the Thornton concern, the plaintiff should be found disentitled to 
an exclusive use, everywhere, of the Old Grist Mill trade-name 
or the emblem, one or both, the defendant does not thereby acquire 
rights, either as a part of the general public, or in any other way, 
to appropriate to its own use a public demand for whole wheat flour 
created by the plaintiff's advertising and course of business. There 
is at least a case of unfair competition. Ammon & Person v. Nar- 
ragansett Dairy Co. (C. C. A.) 262 Fed. 880 [10 T. M. Rep. 191]; 
O’Sullivan Rubber Co. v. Genuine Rubber Co. (C. C. A.) 279 Fed. 
972 [12 T. M. Rep. 271]. 

(5) Use of the name and emblem by other manufacturers and 
dealers, all long after the plaintiff’s adoption of the name and mark, 
cannot avail the defendant. Such uses may constitute infringement 
on the plaintiff's rights, or they may fall within the limitations on 
trade-mark uses pointed out in the Hanover Milling and Rectanus 
cases, supra. But they do not make the name or the mark publici 
juris or otherwise help the defendant. 

As the case is said to be destined for the Court of Appeals, 
on plaintiff's right to injunctive relief, no detailed evidence as to 
damages or profits has been received. An injunction must issue, 
and, if sustained by the court above, plaintiff may apply for leave 


to offer further evidence as to its right to a money recovery. 





GENERAL Bakine Co. v. SHutts Breap Co. 
(288 Fed. Rep. 954) 


United States District Court, Eastern District of New York 


April 10, 1923 


Trapve-Marks AND Unrair Competririon—No Drversiry or CrrizeENsHip— 

LACK OF JURISDICTION. 

In a suit embracing three causes of action, namely, the infringe- 
ment of a registered trade-mark, the infringement of a common-law 
trade-mark and unfair competition, where there is diversity of citizen- 
ship between the parties, the court is without jurisdiction, except in 
the first named cause of action. 
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Same—*“CERTIFIED” AND “Bonpb,”’ Wrru RepreseNTATIVE Devices ror Breap 

—INFRINGEMENT oF ReGIsteERED Mark—DtsMIssAt. 

In an action for the infringement of a registered trade-mark 
consisting of the word “Bond” used in connection with bread, by 
defendant’s use of the word “Certified” on similar goods, held that 
a right to embrace all legal documents does not arise by the adoption 
and registration of “Bond” as a trade-mark, and that the public 
could not be deceived by the use of “Certified” in the belief that it 
was buying plaintiff's product. 


In equity. Action for infringement and unfair competition. 


Bill dismissed. 


Duell, Warfield § Duell, of New York City, for plaintiff. 
Chamberlin, Kafer & Wilds, of New York City (Ralph S. 
Kent, of Buffalo, N. Y., of counsel), for defendant. 


Garvin, District Judge: This is a motion by defendant to dis- 
miss the action upon the following grounds: 

I. That the bill fails to state explicitly and in a plain state- 
ment the grounds upon which the court’s jurisdiction depends. 

II. That there is insufficiency of fact on the face of the bill 
to constitute a valid cause of action in equity against the defendant. 

III. That it appears on the face of the bill that two or more 
causes of action are joined in the same bill, over some of which 
this court has no jurisdiction. 

The bill of complaint alleges that plaintiff and defendant are 
corporations organized and existing under the laws of the State of 
New York; that plaintiff, which is and has been engaged in the 
business of baking and selling bread, since on or about July 10, 
1915, has continuously identified its bread by trade-marks and dis- 
tinguishing features, including the name “Bond,” and a _ border 
design suggesting in appearance a bond or certificate, including 
wording, the phraseology and arrangement of which suggest a bond 
or certificate; that since 1916 plaintiff has used a red seal in con- 
nection with the various methods employed in advertising its bread. 

Since October 3, 1922, plaintiff has identified certain smaller 
loaves of its bread by using the name “Certified Bread” upon its 
wrapper and by employing a form of design which suggests a bond 


or certificate, and a form of wording which by its phraseology and 
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arrangement suggests a bond or certificate, and has caused its bread 
to be sold in interstate commerce under the name “Certified Bread” 
in its said wrapper; that by this means plaintiff has acquainted the 
bread-buying public with plaintiff's said trade-marks and features 
as the identifying marks of plaintiff's bread, and intends to con- 
tinue so to do; that thereby the public has come to recognize and 
identify plaintiff's bread by these trade-marks and features, and 
generally by the association with bread of any words or symbols 
which suggest a formal document in the nature of a bond or cer- 
tificate; that because of the excellence of plaintiff’s bread, the high 
standards of plaintiff's business conduct, and the expenditure of 
a large sum of money in advertising, the bread so labeled and 
marked had become widely known as a reliable high-class product, 
and now commands a sale of 200,000,000 loaves a year, requiring 
25 plants, many thousands of employees, and an investment of 
many millions of dollars, in all of which plaintiff's greatest asset 
is the exclusive right to use said trade-marks and distinguishing 
features. 

Plaintiff registered the word “Bond,” its trade-mark for bread, 
on April 18, 1916, and then and at all times since has had the sole 
right to use these trade-marks, in connection with the sale of bread 
or similar products, both in the form used by plaintiff and in all 
other forms so closely resembling any of them as to be calculated 
to deceive the purchaser. Subsequent to plaintiff's adoption of 
these trade-marks, features, and wrappers, and to the recognition 
thereof by the public and on or about October 16, 1922, defendant 
began to infringe these trade-marks, and to compete unfairly with 
plaintiff, by using in the sale of its bread the word “Certified” and 
a design representing a certificate closely resembling plaintiff's 
designs, and carrying the suggestion of a formal document, such 
as a bond or certificate, which plaintiff used as its trade-mark, and 
copying the mark “Certified” theretofore used by plaintiff; that de- 
fendant has actually caused its bread to be sold and offered for sale 
as plaintiff's bread and has unfairly competed with plaintiff; that 
defendant has acted with full knowledge of plaintiff’s rights, and 


with the intention and result of deceiving purchasers of plaintiff’s 
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bread, whereby plaintiff has been deprived of sales and the profits 
accruing therefrom which plaintiff would otherwise have received, 
and that defendant threatens and intends to continue this course 
of conduct as a result of which plaintiff will be irreparably injured; 
that plaintiff has given defendant due notice of its rights, but de- 
fendant has disregarded the same. 

Considering the three grounds of the motion: First. Inas- 
much as, after the motion was argued and briefs submitted, de- 
fendant conceded that this ground of the motion to dismiss could 
be overcome by an amendment, no decision is necessary, particularly 
in view of the conclusions hereinafter set forth. 

Considering next in order the third ground of the motion to 
dismiss: Defendant contends that a fair reading of the bill dis- 
closes that it contains (1) a cause of action based upon the infringe- 
ment of a registered trade-mark, in that the word “Certified” in- 
fringes upon the word “Bond’’; (2) a cause of action based upon 
the infringement of a common-law trade-mark in connection with 
the use by defendant of the word “Certified,” after it had been 
adopted and used by plaintiff; (3) a cause of action based upon un- 
fair competition, arising out of the adoption by defendant of a 
wrapper deceptively imitating a form of wrapper used by plaintiff. 

This contention appears to the court to be justified. The cause 
of action based upon the infringement of a registered trade-mark 
is one over which the court has jurisdiction; it has none over the 
other causes of action, there being no diversity of citizenship. The 
defendant suggests that a dismissal of the bill must follow. The 
courts have held, either that those causes of action must be stricken 
out of the bill of complaint (Vose v. Roebuck Weatherstrip & Wire 
Screen Co. [D. C.] 210 Fed. 687; Planten v. Gedney, 224 Fed. 
382, 140 C. C. A. 68), or that the bill must be dismissed (W. S. 
Tyler Co. v. Ludlow-Saylor Wire Co., 212 Fed. 156, 129 C. C. A. 
12). I am inclined to the view that the weight of authority re- 
quires that the causes of action over which the court has no juris- 
diction be stricken out, rather than that the bill be dismissed. 

Whichever may be the correct view is immaterial, however, in 


view of the determination of the question raised by the second 
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ground of the motion for dismissal. Plaintiff has a registered 
trade-mark, “Bond,” or “Bond Bread,’ and contends that defend- 
ant’s use of the word “Certified” on a bread wrapper infringes, 
because of the suggestion therein of a formal document, such as 
a bond or certificate. There is no claim that there is similarity in 
appearance or sound between the two words. I am of the opinion 
that a right to embrace all legal documents does not arise by the 
adoption and registration of “Bond” as a trade-mark. It has often 
been said that there is no hard and fast rule by which all trade- 
mark actions can be determined, but rather that each case must 
be decided upon its own facts. It does not seem to me that the 
public could be deceived by the use of “Certified,” and that it 
would believe that in a purchase of bread marked “Certified” it 
was buying “Bond” bread, plaintiff's product. That is the true test. 
The bill must be dismissed. 


Sara Go.pserG, Doinc Business as AMERICAN Dye Works v. 


SAMUEL GOLDBERG, ET AL. 
(1174 N. Y. Law Reports 435) 


New York Supreme Court, Appellate Division 
May 11, 1923 


Unratir Competirion—Souicitrinc Competrror’s Customers—Lack oF 

Grounp FoR INJUNCTION—APPEAL—REVERSAL. 

The defendants, former employees of the plaintiff, who left her 
employment without cause, cannot be restrained on the ground of 
unfair competition from soliciting trade from the customers of the 
plaintiff, since there was no proof of fraud nor any express provision 
in their contract of employment not to go into business or to solicit 
former customers of their employer; nor can they be restrained from so 
doing on the ground that a contract between the plaintiff and the 
defendant’s union provided that, in case employees left their employ- 
ment without good cause, they should not solicit business for a period 
of six months thereafter, since that period of time has already elapsed. 


Appeal from a judgment of the Supreme Court, adjudging 
that the plaintiffs have a permanent injunction against the appel- 
lants. Reversed. 





— 
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Aaron William Levy (Leonard Klein, both of New York City, 
with him on the brief), for the appellants. 
K. Karl Klein, of New York City, for the respondent. 


Kexsy, J.: This action was brought for an injunction. The 
prayer for relief asks: ‘“That the defendants and each of them 
be enjoined and restrained for a period of six months from the 6th 
day of March, 1922, from continuing in the dyeing and cleaning 
business on their own account, or in association with each other, 
or in association with, or the employ of any person.” The judg- 
ment entered gave the plaintiff more than she asked for, because 
the final judgment provides that the appealing defendants be for- 
ever enjoined “from continuing in the dyeing and cleaning business 
on their own account, * * * and from interfering with the custom 
and good-will of the plaintiff's business * * * by soliciting, collect- 
ing from, or delivering to customers of the plaintiff, any clothes 
for the purpose of dyeing and cleaning.” 

The plaintiff, Sara Goldberg, was doing business, and had for 
some years prior to the trial done business, under the trade-name 
of “American Dye Works.” She maintained a factory for cleaning 
and dyeing clothes on New Utrecht Ave., Brooklyn; the business 
was built up by soliciting work from the proprietors of ladies’ and 
men’s tailoring shops. 

For several years past the plaintiff followed the prevailing 
mode of collective bargaining with her help. The plaintiff made 
direct contracts with the Cleaners’ and Dyers’ Union, to which 
union the defendants, Saperstein and Lieberman, belonged. Con- 
tracts were renewed from time to time, and a contract running 
from April 1, 1921, to April 1, 1922, was in existence at the time 
when differences arose between plaintiff and defendants. 

The defendants Saperstein and Lieberman had been in the 
employ of the plaintiff for the past five years. The complaint 
alleges: “That on or about the first day of April, 1921, the plain- 
tiff and the defendants through their union, the ‘Cleaners’ and 
Dyers’ Union,’ entered into an agreement, a copy of which is hereto 


annexed and hereby made part of the complaint, * * *. That the 
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said defendants promised and agreed to and with the plaintiff to 
be bound by the terms of this agreement entered into with the 
union to which they belong, and of which they were members, and 
which union they authorized to enter into this agreement of em- 
ployment with the said plaintiff.” 

The answers of both of said defendants admit the allegations 
concerning the contract, by not denying them. Upon the trial the 
contracts were expressly admitted as being the contracts of both 
the plaintiff and the appealing defendants. The learned trial 
justice decided the case solely on the ground “that this is a case 
of unfair competition on the part of employees who, without regard 
to the rights of the employer, left her employ and made use of 
the knowledge which they had acquired in the business of their 
employer, for the purposes of their own business, and not that 
there was a breach of any contract supposed to have been in force 
between the employer and the union, which I do not regard as 
having any relation whatever to the case.” On the facts found 
judgment was granted in accordance with the prayer for “other 
relief” than that which is specifically asked for by the plaintiff, 
and a permanent injunction was granted against the defendants. 

The said defendants were drivers whose business it was to 
deliver goods and to solicit trade. The contract of employment 
provides in part as follows: That no employee shall be discharged 
without good cause after employment of one week and that all em- 
ployees shall give two days’ notice to their employers of their inten- 
tions to leave, which notice may be waived by the employers. The 
pertinent part of the agreement is paragraph 26, which reads as 
follows: 

“In case the firm (employer) should discharge any driver who 
is a member of the union, such driver shall be at liberty to solicit 
the trade of the same list of customers which he solicited while 
employed by the firm or any other firm which may employ him; 
but in the event that a driver leaves his employment without good 
cause he shall not be permitted to solicit the same list of customers 
for any other firm for a period of six months following the leaving 
of his employment without good cause.” 





d 
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The complaint was evidently drawn on the theory that this 
contract governed the rights of the parties, because the pleader 
alleges that each of the defendants without cause left the plaintiff's 
employment on March 6, 1922; that they then engaged in the 
same line of business with a firm known as the Feldman Dye Works, 
and that said defendants and each of them are soliciting, collecting 
from and delivering clothes in violation of the agreement herein- 
before referred to, and still are diverting the patronage of the 
customers of the plaintiff, thereby destroying the good-will. In 
her prayer for relief, again recognizing the provision of the contract 
above set out, the plaintiff asks that the defendants be restrained 
only for a period of siz months from the 6th of March, 1922, from 
continuing in the cleaning business on their own account. This 
date, March sixth, it will be remembered, is the date on which the 
defendants are alleged to have left the employment of the plaintiff 
without cause. 

On the opening of the case counsel again disclosed the theory 
of the action, specifically calling attention to the provision of the 
contract above quoted; and apparently the main facts were admitted 

the employment, the date when the employment terminated and 
the fact that the defendants solicited, after leaving the plaintiff's 
employment, business from the plaintiff’s customers, covering routes 
that they used to serve. The issue to which counsel tried to limit 
the case, was whether or not the defendants were discharged by 
the plaintiff, or whether the defendants themselves voluntarily left 
plaintiff's employment, the theory of counsel being that if the 
court found that defendants had been discharged by the plaintiff 
they would have the right immediately to solicit trade from the 
people with whom they had been dealing, whereas if the defendants 
left of their own accord they would then be prevented, by the 
terms of the contract, from soliciting any business from the same 
customers until a period of six months had elapsed. 

The evidence sustains the finding made by the trial judge that 
the appealing defendants left plaintiff's employment without notice, 


and that on March 6, 1922, after coming into plaintiff's office, at 
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separate hours, each of them stated to the plaintiff's husband that 
he was “through.” 

There can be no doubt that the said defendants, immediately on 
leaving the employment, entered into an arrangement ‘between them- 
selves and another Goldberg, Samuel by name, who appears to be 
a brother of plaintiff's husband. The new combination—Goldberg, 
Saperstein and Lieberman—entered into a contract whereby they 
undertook to collect clothes for cleaning and dyeing from tailoring 
establishments, including the tailors formerly served by Saperstein 
and Lieberman while in the plaintiff’s employment, and to deliver 
the clothes for actual cleaning to the Feldman Dye Works on a 
commission basis. 

It will be noted from the contract that there is no affirmative 
covenant that the defendants will not enter into the same line of 
work and that they will not solicit business from the existing cus- 
tomers of the plaintiff. On the contrary, the contract already 
quoted seems to have anticipated that the drivers should have the 
absolute right to solicit trade from the same line of customers, 
the only limitation being that if they left plaintiff's employment 
of their own accord, that right was limited to commence at the 
period of six months after the severance of employment. 

The respondent cites Vulcan Detinning Co. v. Assmann (185 
App. Div. 399), which relates to trade secrets, and the case of 
People’s Coat, Apron & Towel Supply Co. v. Light (171 id. 671), 
decided by this court and affirmed, 224 New York 727, and other 
like cases, as authorities to sustain the judgment. These cases 
are easily distinguished. In the first place, there is nothing secret 
about getting up a list of men and women who are in the tailoring 
business in Brooklyn. A casual reference to a business directory 
will give the whole list. Undoubtedly the plaintiff, through the 
drivers, solicited trade from a list of tailors, and undoubtedly 
the solicitation was the means of procuring the business. In the 


Light case, above quoted, there was evidence of a character which 


does not appear in the case at bar. There, as the writer pointed 
out in New York Towel Supply Co., Inc. v. Lally (162 N. Y. Sup. 


Ct. 247), the outstanding fact was that the former employees were 
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competing by means that were unquestionably fraudulent and un- 
fair. The employees led the customers to believe that they still rep- 
resented their employers, thus covertly seducing their employers’ 
trade away. Mr. Justice Page in Scott §& Co., Inc. v. Scott (186 
App. Div. 518) also pointed out other facts which appeared from 
the reading of the original record of the Light case. 

In the absence of fraud, or in the absence of an express provi- 
sion in the contract of employment not to go in business or to solicit 
the former customers of the employer, the employee has a right 
to embark on his own enterprise and to try to build up his own 
business by direct solicitation of his former master’s customers 
and others. In the case of Boosing v. Dorman (210 N. Y. 529), 
affirming, without opinion, a judgment entered upon the report of 
a referee (148 App. Div. 824), the court approved the doctrine 
just stated. The referee in the Boosing case was former Justice 
Kenefick, who very aptly said: “In this case we are asked to go 
further than any reported case, and to say that a salesman calling 
upon well-known dealers and soliciting orders and delivering goods 
for his master and thereby acquiring a personal knowledge and 
influence with his customers shall be forever, after the termination 
of his employment, debarred from dealing with the same customers 
for his own benefit. In other words, according as he is successful 
as a salesman in his master’s employ, just so far is his sphere of 
usefulness limited should he embark on a business venture on his 
own account in the same line. I know of no principle of law which 
sustains such a theory, and while an individual may expressly 
contract to restrain his activities in trade, there is no such contract 
implied in the ordinary contract of employment.” 

For these reasons the judgment should be reversed on the law 
and the complaint dismissed, with costs, no matter which view 
is taken of the cause of action. If we take the view that the plaintiff 
evidently had in mind when the complaint was drawn, then the 
defendants should have been enjoined for six months from March 
6, 1922, and that time has long since expired. On the other hand, 
if we adopt the trial judge’s view, that the contract of employment 
has nothing to do with the rights of the parties, but that in some 
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way they became plaintiff's employees, then there is no proof of 
the affirmative covenant on the part of the employees, limiting 
their future activities, and no proof of unfair competition or 


fraud. 
, , | 
Litty, P. J.. Manninc, Youne and Kapper, JJ., concur. } 


Judgment reversed on the law, and judgment directed for the 
defendants dismissing the complaint, with costs. 


CoLuMBIA GRAMMAR ScHoo. v. F. ArtHuR CLAWSON 
(1176 N. Y. Law Reports 841) 


New York Supreme Court, Special Term 
May, 19238 


Unrair Competirion—Use or Same Business NamME—“CotumMBIA” as NAME 
or ScHoor—Lack or Damace no Bar to INJUNCTION. 

Where plaintiff had since the year 1864 used the word “Columbia” 
as a part of its name and caused such name to be recognized among 
the general public as identifying its preparatory school, the use by 
the defendant of the name “Columbia Preparatory School” in the 
conduct of a rival school in the same locality was unfair competition 
and will be enjoined. Moreover, the fact that plaintiff failed to show 
any specific item of damage was no bar to an injunction. 


In equity. Suit for unfair competition. Injunction granted. 

Kugel & Saxe (Gerson C. Young, of counsel), all of New York 
City, for plaintiff. 

Francis P. Burns, of New York City, for defendant. 

Tierney, J.: The sole object of the plaintiff in this action 


is to enjoin the defendant from using the word “Columbia” in asso- 


ciation with the words “Preparatory School,” or in connection with 


oe 


the words “Preparatory,” “Grammar” or “School,” and from con- 
ducting a school for the instruction and tuition of boys and others 


under the name of “Columbia Preparatory School” and giving the 


impression to the general public by advertising and otherwise, that 
the school conducted by the defendant is affiliated with that of the 
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plaintiff. No damages are demanded. The gravamen of the com- 
plaint is unfair competition. The evidence establishes that in the 
year 1907 the plaintiff was incorporated under the laws of this 
State, and since then has been conducting its school at Nos. 5-9 
West Ninety-third St., New York City, under the name of “Colum- 
bia Grammar School’; that between the years 1864 and 1907 vari- 
ous individuals conducted the school under the same name at two 
other addresses in this city; that before the year 1864 and as far 
back as the year 1764 it was connected with Columbia College or 
University and known as the “Grammar School of Columbia Col- 
lege.” The principal incorporators and stockholders of the plaintiff 
had been in charge of the school for many years before its incor- 
poration, one of them having been its principal since the year 1869 
and its sole proprietor between the years 1896 and 1902. Upon 
its incorporation these men transferred to the plaintiff all their 
right, title and interest, including the good-will and the name. 
Since 1864 the school has been continuously known as the ““Colum- 
bia Grammar School.”” There has been during all these years a 
close relationship between it and Columbia University, those in 
charge of the school being graduates of the University. It has pre- 
pared boys for entrance to that University as well as to the leading 
universities and colleges of the United States. It has always been 
a preparatory school of recognized standing. It numbers among 
its graduates men of present-day prominence and renown. In 
addition to its standing as an educational institution it represents 
the investment of a substantial sum of money. It appears that 
on July 9, 1921, the defendant filed in the office of the clerk of the 
County of New York the customary trade-name certificate of his 
intention to conduct the business of a private school at No. 801 
West Ejighty-eighth St., New York City, under the name of 
“Columbia Preparatory School,’ and that he commenced doing 
business the following September, conducting college preparatory 
as well as other courses. On November 22, 1921, he was notified 
that the similarity of the name of his school to that of the plaintiff 
and his method of advertising his school created the erroneous 


impression among intending students and others that there was 
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some connection between the two schools, and he was requested 
to discontinue the use of the name he had adopted so as to end the 
confusion thus created. He declined so to do, and shortly there- 
after plaintiff commenced this action. Defendant, of course, has 
the right to compete with plaintiff in the preparatory school field, 
which appears to be large enough to support these two schools and 
perhaps many others. So defendant cannot be enjoined from con- 
ducting his school. He must do so, however, in a way that will 
not mislead, even unintentionally, those who might be inclined to 
avail themselves of the educational facilities and advantages of- 
fered by plaintiff's school, especially when its reputation for years 
of efficiency is remembered. The evidence in this case shows that 
the similarity of names is not only apt to be misleading but has 
in fact misled to such an extent that it can be safely said that de- 
fendant is unfairly competing with plaintiff. The main argument 
of the defendant seems to be that plaintiff having failed to estab- 
lish any specific item of damage an injunction cannot issue. The 
authorities do not support such argument. On the contrary, this 
seems to be peculiarly a case for the granting of equitable relief. 
T. A. Vulcan v. Myers, 189 N. Y. 864; German-American Button 
Co. v. A. Heymsfeld, Inc., 170 App. Div. 416. Defendant’s claim 
that patriotic considerations should give the right to any one so 
choosing to use the word “Columbia” without restriction seems 
to have been determined adversely to that contention in the case 
of People ex rel. Columbia Co. v. O’Brien, 101 App. Div. 296. 
Judgment for plaintiff. Submit findings on notice. 
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Yettow Cas Co. v. CREASMAN 
(117 S. E. Rep. 787) 


Supreme Court of North Carolina 


June 8, 1923 


Unram Competirrion—Goon-wItt—WuHeEN Prorecten. 

When a manufacturer, dealer or proprietor of a business has 
established a patronage and good-will of substantial value, the same 
will be protected from unfair competition on the part of a rival. 

Unrairn Competrrion—DEeErFIiInep. 

It will be considered unfair competition when a business rival 
adopts for his own business a sign or symbol in such apparent imita- 
tion of the competitor’s as will likely mislead his customers and the 
public as to the identity of the goods sold or service rendered. 

Unrar Competirion—Imiratinc Coton anp Dress or Taxicass—APpreaL— 

REVERSAL. 

After plaintiff had introduced a taxicab service into the city of 
Asheville, N. C., and had distinguished its cabs by the use of yellow 
and black colors, in a partic ular arrangement and pattern, and had 
by advertising and use identified its cabs in the public mind with 
such features, the defendant, by starting a competing business with 

’ cabs painted in orange and black colors re sembling those of plaintiff, 
was guilty of unfair competition; and the judgment appealed from 
dissolving the preliminary injunction is reversed. 


In equity. Action for unfair competition. From a judgment 
dissolving a preliminary order, plaintiff appeals. Reversed. 


The action, and the temporary order heretofore issued in fur- 
therance of same, is to restrain defendant from using on the streets 
of Asheville for public hire any automobile or taxicabs painted 
yellow, and made to resemble or imitate in form and color the taxi- 
cabs now and heretofore in use by the plaintiff, the Yellow Cab 
Company, etc. On the hearing there was judgment dissolving the 
preliminary order, and plaintiff excepted and appealed. 


‘ Harkins §& Van Winkle and Guy Weaver, all of Asheville, 
N. C., for appellant. 
A. Sondley and Mark W. Brown, both of Asheville, 
for appellee. 


N. C., 


Hoke, J.: At the hearing there were facts submitted on part 
of plaintiff tending to show: 
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That prior to summer, 1922, the public service automobile 
business in the city of Asheville was in an unsatisfactory condition 
from lack of uniform rates, overcharges, and other discriminations, 
which was a source of considerable trouble to the police department 
of the city of Asheville, and concern to the public interests. 

That, with a view of remedying this condition, the chamber of 
commerce, through its secretary, N. Buckner, in conjunction with 
the owners of the Asheville Daily Citizen, invited the Yellow Cab 
Manufacturing Company, of Chicago, IIll., to send representatives 
to Asheville for the purpose of, if found expedient, arranging with 
some local person, to place the Yellow Cab Taxi Service upon the 
streets of the city of Asheville. 

That representatives of the Yellow Cab Manufacturing Com- 
pany visited Asheville in response to this invitation and, at the 
instance of the secretary of the chamber of commerce, called upon 
the defendant, J. H. Creasman, and endeavored to induce the said 
Creasman to inaugurate the Yellow Cab Taxi Service in the city, 
but the said Creasman declined to do so. 

That, thereupon the said representative called upon H. C. 
Allen, who was then in the transfer business in the city, who at 
once organized the plaintiff, Yellow Cab Company, made up of 
local stockholders, and inaugurated in the city of Asheville Yellow 
Cab Taxi Service, buying eleven metered cabs of the peculiar and 
distinctive type of cabs manufactured by the said Yellow Cab Man- 
ufacturing Company, of the yellow or orange color combined with 
black. 

That, prior to the time plaintiff's taxicabs were put upon the 
streets of Asheville, no person had ever operated a cab of like 
design, or color, or combination of colors, and no public service 
automobile of such color or combination of colors, had ever been 
operated in the city, and no cab carrying a meter, showing the 
mileage traversed and fare charged, had ever been used in said city. 

That the plaintiff company began an extensive advertising cam- 


paign and, by furnishing to the public prompt, efficient, and cour- 


teous service at uniform and comparatively low rates, very soon 
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built up in the said city of Asheville a large and satisfied patronage, 
and acquired a very valuable good-will. 

That the distinctive taxicab service which the plaintiff gave 
to the public and its business came to be identified and symbolized 
by the peculiar and distinctive color, or combination of colors, style, 
dress, and general visual appearance of its yellow taxicabs. 

That the defendant Creasman had been engaged in the public 
automobile service in the city of Asheville for some 10 or 12 years 
prior to the institution of this action, and had identified his service 
by the use of automobiles, most of which were painted a greyish 
or blackish color; that he had never, up to the time of the acts com- 
plained of, operated any public service cabs of black and yellow 
color, nor had any other person used in the public service business 
in the city of Asheville, any automobiles of a yellow color, or com- 
bination of yellow and black, prior to the inauguration of the 
Yellow Cab Taxi Service by the plaintiff in this case. 

That some time about the middle of November, 1922, after 
the plaintiff had built up a good patronage, and had established 
a good-will, and its business had come to be identified, generally 
recognized, and symbolized by the peculiar color, or combination 
of colors, of yellow and black or orange and black, of its cabs, the 
defendant Creasman put upon the streets of the city of Asheville, 
two taxicabs of practically the same structural design, form, and 
appearance as the cabs of the plaintiff, and colored in almost exactly 
the same shade of yellow as those of the plaintiff; that the bodies 
of the plaintiff’s cabs were painted yellow, with the hoods, fenders, 
and tops black, these being the predominating and distinguishing 
features; that the defendant’s two cabs were likewise put upon 
the streets with yellow bodies, black hoods, fenders and tops, in 
close simulation and imitation of the cabs of the plaintiff. 

That the defendant’s cabs, as described above, are in general 
appearance such an imitation and simulation of those used by the 
plaintiff company as is calculated and likely to mislead and deceive 
the general public into believing that the cabs of the defendant are 


the cabs of the plaintiff company, and rendering it improbable that 
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the casual observer would be able to distinguish the cabs of the 
respective parties, similarly colored and dressed as they are, can 
be distinguished only by careful comparison and inspection. 

That, notwithstanding the fact that the defendant operated 
his two cabs only two days upon the streets of the city of Asheville 
before the restraining order in this case was issued, it appears that 
certain intending patrons of the Yellow Cab Company were actually 
deceived and led to believe that the cabs of the defendant were 
the cabs of the plaintiff, to the plaintiff's injury and damage. 

That, while there are numerous points of slight variation and 
differences in both the details of structural design and shades of 
color between the cabs of the plaintiff and defendant, these differ- 
ences are not sufficient to render the respective cabs distinctive from 
ordinary observation; that the outstanding distinctive features of 
the yellow color in combination with black, on the cabs of both 
plaintiff and defendant, are so similar as to render the differences 
and variations insignificant and unnoticeable, the general appear- 
ance of both being a yellow cab. 

As apposite to these averments, it is now the generally ac- 
cepted position that a manufacturer, dealer, or proprietor of a 
business may adopt and use a name, symbol, or device to designate 
and identify his wares or business, and when, by his care, diligence, 
and the quality of his goods or services, he has acquired and estab- 
lished a patronage and good-will of substantial value, the same 
will be protected from unfair competition on the part of a rival; 
and the cases on the subject are to the effect further that it will be 
considered unfair competition when such rival adopts for his own 
business, etc., a sign or symbol in such apparent imitation of the 


former as will likely mislead his customers and the public as to 


the identity of the goods sold or service rendered. United Cigar 
Stores v. United Confectioners, 92 N. J. Eq. 449, 113 Atl. 266 
(reported also in 17 A. L. R. 779); Fisher v. Star Co., 281 N. Y. 
414, 182 N. E. 133, 19 A. L. R. 987 [7 T. M. Rep. 466]; Ball v. 
Bazaar, 194 N. Y. 429, 87 N. E. 674; Van Horn v. Coogan, 52 
N. J. Eq. 380, 28 Atl. 788; George G. Fox Co. v. Glynn, 191 Mass. 
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344, 78 N. E. 89,9 L. R. A. (N. S.) 1096, 114 Am. St. Rep. 619; 
Walker v. Alley, 18 Grant’s Chancery (App. Cases) 366; Dyment 
v. Lewis, 144 Iowa, 509, 123 N. W. 244, 26 L. R. A. (N. S.) 73; 
Herring-Hall-Marvin Safe Co. v. Hall’s Safe Co., 208 U. S. 554, 
28 Sup. Ct. 350, 52 L. Ed. 616; Weinstock, Lubin & Co. v. Marks, 
109 Cal. 529, 42 Pac. 142, 80 L. R. A. 182, 50 Am. St. Rep. 
57; 88 Cyc. pp. 756-769, 773; Nims on Unfair Competition, pp. 
28-60. In the case of Van Horn v. Coogan, supra, it is held that 
‘one trader has no right to use a name, a mark, letters or other 
indicia by which he may induce purchasers to believe that the goods 
he is selling are the goods of a rival trader.” And, speaking gen- 
erally to the position in the citation to Nims, at page 28, the author 
Says: 

“Courts will sometimes protect trade-names or marks, although not 
registered or properly selected as trade-marks, on the broad ground of 
enforcing justice and protecting one in the fruits of his toil. ‘This is 
bottomed on the principle of common business integrity, and proceeds on 
the theory that, while the primary and common use of a word or phrase 
may not be exclusively appropriated, there may be a secondary meaning 
or construction which will belong to the person who has developed it. 
In this secondary meaning there may be a property right.’ A reading of 
the cases cited above shows that three grounds at least, for this action, 
have been recognized: (1) The promotion of honesty and fair dealings. 
(2) The protection of the purchasing public against fraud. (3) The pro- 
tection of the plaintiff's property right.” 

And, coming more directly to the question presented in the 
record, there are well-considered decisions from courts of approved 
ability and learning extending the principle to the case of taxicabs, 
when a rival operator, later in the field, has attempted to mislead 
and divert the patrons of a proprietor and the public by a wrongful 
imitation of such proprietor’s cabs, used in an established business, 
wherein color was the principle distinguishing feature. Tazi & 
Yellow Taxi Operating Co. v. Harry Martin, 91 N. J. Eq. 233, 
108 Atl. 763 [10 T. M. Rep. 2381]; Yellow Cab Co. v. Harry 
Becker, 145 Minn. 152, 176 N. W. 345; Carter v. Carter, 106 Neb. 
531, 184 N. W. 113; Knott v. Morgan, 2 Kenn. 213, 48 Eng. Rep. 
610; Nims on Unfair Competition, p. 257. In the New Jersey case, 
supra, Taxi and Yellow Operating Co. v. Martin, the court said: 
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“It is unfair trade, for which an injunction will issue, for competitors 
to paint their taxicabs so that by the ordinary patron they are not dis- 
tinguished from those of complainant, which had earned a patronage and 
good-will under a peculiar and distinctive painting of its cabs, the pre- 
dominant feature being the conspicuous yellow body. The defendants are 
barred by their intentional fraud of the ple a of common property in color.” 


And in the Minnesota case, supra, Cab Co. v. Becker: 


“A simulation by defendant of plaintiffs taxicabs, used in a public 
taxicab business, will be enjoined pendente lite, where the imitation is 
obviously calculated to deceive the public into the belief that the de- 
fendant’s taxicabs and service are those of the plaintiff, and thereby injure 
and interfere with its business.” 

And it may be further observed that, while unfairness and 
fraud is the basis of the action, it is not always required that there 
should be a malicious purpose to injure, but the question may be 
determined on the presumption that: 

“Every one must be understood to have intended to do and abide by 
that which is the natural and probable conduct of his own act deliberately 
done.” 

On the part of the defendant there are affidavits in denial of 
much that is alleged by plaintiff, and in addition it is presented 
that defendant, in the use of the yellow cabs, had no design or 
purpose to divert plaintiff's patronage, but that, on carefully look- 
ing into the matter, he became convinced, for various reasons given 
in his supporting affidavits, that yellow was the better color, and 
that he ascertained further that these yellow cabs were very gen- 
erally used for hire in all the prominent cities of the United States, 
so much so that the yellow color had become the distinctive mark 
of cabs for hire, and for that reason he had adopted and intended 
to use them in the future. And, he contends further, that, yellow 
being one of the common colors, may not be appropriated by any 
one as a proprietary symbol of his trade or business, and numerous 
authorities are cited in support of this position. An examination 
of these, however, will disclose that they were principally questions 
of interference with statutory trade-marks, wherein the plaintiff 
was insisting on the exclusive right to the use of a common color, 


or of a primary name indicative of location or quality of goods, 


and in which every one, as a general rule, has a right to share, as 
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in Watch Co. v. Watch Co., 179 U. S. p. 665, 21 Sup. Ct. 270, 45 
L. Ed. 865; Canal Co. v. Clark, 18 Wall. (80 U. S.) 811, 20 L. Ed. 
581; Lawrence v. Mfg. Co., 188 U. S. p. 537, 11 Sup. Ct. 396, 34 
L. Ed. 997; Goodyear v. Goodyear, 128 U. S. 598, 9 Sup. Ct. 166, 
32 L. Ed. 585. Or they are cases where, on the hearing, it was 
found as a fact that the rival goods had been adequately distin- 
guished, as in Coats v. Merrick Thread Co., 149 U. S. 562, 13 Sup. 
Ct. 966, 87 L. Ed. 847; Blackwell v. Wright, 73 N. C. 310, a case 
which it appears was concerning the validity of a trade-mark. In 
Tise v. Whitaker-Harvey Co., 144 N. C. 508-510, 57 S. E. 210, 
211, it is given as the proper deduction from the cases on the sub- 
ject: 

“That in actions, * * * the main purpose of which is to obtain a per- 
manent injunction, if the evidence raises serious question as to the ex- 
istence of facts which make for plaintiff's right, and sufficient to establish 
it, that a preliminary restraining order will be continued to the hearing.” 

And considering the record in deference to this recognized 
principle, and in view of the opposing statements and positions pre- 
sented, we are of opinion that the restraining order, in the instant 
case, should be continued to the hearing. As the cause goes back 
for an ultimate finding on the determinative facts, we do not deem 
it wise to refer in detail to numerous suggestions made on the 
evidence in behalf of either of the parties, and will only say that 
there is assuredly serious question as to a wrongful interference 
with plaintiff's rights, and that matters should be kept in the posi- 
tion that prevailed when the preliminary order was issued, and 
as affected by it, until the final hearing. This will be certified that, 
on giving adequate bond, the preliminary restraining order be con- 
tinued, and the case tried on appropriate issues as to the existence 
of the rights claimed by plaintiff, and on the question whether the 
defendant, in the use of yellow cabs, has so distinguished them 
that plaintiff's patrons and the public generally are not likely to be 
misled under such observation as ordinarily prevails with the public 
in selecting this character of service. 


Reversed. 
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Tur Parrerson-SarGeENT Company v. THE INDIANA 


INDESTRUCTIBLE Paint COMPANY 
Court of Appeals of the District of Columbia 


June 4, 1923 


Trape-Marxs—OppositioN—Distincuisuinc Fratrures—Appeat—AFFirMAL. 
Two trade-marks, both applied to paints and enamels, the one con- 

sisting essentially of an orange-colored ring having a green center and 

a white border, with an elongated diamond passing through it, and 

the words “Indiana Paint Company,” with the word “Indestructible” 
displayed in the diamond; the other, of an orange-colored circular 
figure, with white border, resting on a white-bordered, orange-colored 
rectangular base, and the letters “B. P. S.”, or “A to Z Brand,” and 
other descriptive matter, are lacking in confusing resemblance; and 

the decision of the Commissioner dismissing the opposition is affirmed. 


Jas. T. Newton, of Washington, D. C., and R. S. Gehr, of 
Cleveland, Ohio, for appellant. 


Chas. R. Allen and Edw. T. Fenwick, both of Washington, 
D. C., for appellee. 


Smiru, J.: On the 11th day of February, 1920, the Indiana 
Indestructible Paint Company filed in the Patent Office its appli- 
cation for the registration of an orange-colored ring having a green 
center and a white border. The design carries an elongated dia- 
mond which passes diametrically through the green center and 
extends beyond the white border. The orange ring bears the 
black-lettered words “Indiana Paint Company,” and the diamond, 
the white-lettered word “Indestructible.” The figure is super- 
imposed on an orange-colored cup-shaped base with a black and 
white border. On the orange-colored portion of the base are printed 
in black letters the words “Paints, Stains and Enamels.” 

The Patterson-Sargent Company opposed the registration of 
the mark on the ground that it was similar to trade-marks pre- 
viously appropriated by the opposer and would be likely to cause 
confusion in the trade and mislead the public as to the origin of 
the goods to which it was applied. 

The typical mark of the opposer claimed to be simulated by 
that of the applicant is an orange-colored circular figure which has 
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a narrow white border and rests on a white-bordered orange-colored 
rectangular base. On the orange-colored circular figure are printed 
the letters “B. P. S.” or “A to Z Brand,” and on the orange-colored 
base either the words “Ready Mixed Paints,” or the words and 
figures ““House Paints, Chocolate—244—Brand.”’ 

The large green disk in the center of the applicant’s symbol 
and the diamond-shaped blue figure bearing in large white letters 
the distinctive part of applicant's name are prominent features of 


the mark for which registration is sought and completely distin- 


guish it from that of the opposer. Indeed, with the exception that 
the outer form of the main design of both marks is circular and 
that the narrow ring and cup-shaped base of the one and the disk 
and rectangular base of the other are orange-colored, there is no 
resemblance whatever between the symbols in issue. In our opinion, 
only a lack of caution amounting to clean-cut carelessness on the 
part of a purchaser woud cause the mark of the applicant to be 
mistaken for that of the opposer and we must, therefore, hold that 
the opposition was properly dismissed. 


The decision from which this appeal was taken is affirmed. 


Parton Paint Company v. Sunset Paint Company 
Court of Appeals of the District of Columbia 
June 4, 1923 


Trape-M arks—Oppostrion—“Sun-Proor” anno “Sun-Gio” ror Parintrs— 

Lack or ConrusInG SIMILARITY. 

The word “Sun-Glo” as a trade-mark for paints, painters’ ma- 
terials and floor varnishes, is not so similar to a registered trade-mark 
consisting of the word “Sun-Proof” and the conventional representa- 
tion of the sun as to cause confusion in the minds of purchasers. 

; Same—SamMEe—SAME—SwunN Device nor CapaBLe oF Exciusive Appropria- 

TION. 

The word “Sun” and representations thereof have been used so 
long by business men as trade-names and devices that neither can be 
so exclusively appropriated by one manufacturer as to wholly deny its 
use in any manner by others. 


Appeal from the decision of the Commissioner of Patents dis- 


missing the opposition. Affirmed. 
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Clarence W. Brown, of Philadelphia, Pa., for opposer. 
Watts T. Estabrook, of Washington, D. C., for applicant. 


Situ, J.: In 1897 the assignor and predecessor in interest 
of the Patton Paint Company, registered as a trade-mark for its 
paints a serrated representation of the sun, bearing the words 
“Patton’s Sun-Proof Paints,’ the essential parts of which mark 
were declared to be the arbitrarily selected word “Sun-Proof” and 
a conventionalized picture of the sun. 

In 1915 the Company registered in the Patent Office as a 
trade-mark for its ready-mixed paints and painters’ materials, a 
face in a serrated circle from the upper and lower part of which 
comet-like rays or streamers projected. 

The Sunset Paint Company of Los Angeles on the 27th of 
January, 1920, applied for registration of the word “Sun-Glo” used 
by it from 1915 as a trade-mark for its house paints, wall paints, 
painters’ materials and floor varnishes. To that application the 
Patton Paint Company presented its opposition, to which answer 
was made denying the material allegations thereof and averring as 
an affirmative defense that in form, appearance and meaning the 
trade-mark “‘Sun-Glo” so differed from that of the opposer as not 
to mislead or confuse the ordinary purchaser. Testimony was 
taken by deposition and submitted to the Examiner of Interferences 
on the issue joined. The Examiner of Interferences held that the 
applicant, the Sunset Paint Company, was not entitled to registra- 
tion. On appeal that decision was reversed by the First Assistant 
Commissioner of Patents and the opposition of the Patton Paint 
Company was dismissed. From the decision of the Assistant Com- 
missioner, an appeal was taken by the Patton Paint Company tc 
this court, and in support of that appeal it is contended that the 
word “Sun” is a very important feature of the applicant’s trade- 
mark name and that while the word “Glo” is not similar to the word 
“Proof” in appellant’s trade-name, there is such similarity in ap- 
pearance and sound between “Sun Proof” and “Sun Glo” that it 
would cause goods marked “Sun-Glo” to be mistaken for those of 


appellant. 
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We cannot agree with that contention. The purpose of a trade- 
mark is to indicate either by itself or by association the origin or 
ownership of the merchandise to which it is attached and anyone 
may attach to his wares or merchandise any symbol of device not 
previously appropriated, which will distinguish his product or goods 
from those of the same general nature manufactured or sold by 
others. Galena-Signal Oil Co. v. W. P. Fuller & Co., 142 Fed. 
1002, 1007; Columbia Mill Company v. Alcorn, 150 U. S. 460, 463; 
Manufacturing Co. v. Trainer, 101 U. S. 51, 58. Whether the 
trade-mark of the applicant distinguishes its goods from those of 
the opposer carrying the mark “Sun-Proof” is therefore the vital 
question in the case. 

The word “Sun” and representations of the sun have been 
used so long by business men in the making of trade-mark names 
and devices that neither one nor the other can be so exclusively ap- 
propriated by one manufacturer or tradesman as to wholly deny its 
use in any manner by others. 

The display of the word “Sun” and a representation of the sun 
may be so distinctive and so unique as to warrant their appropria- 
tion, but that appropriation by itself does not exclude others from 
the use of a different distinctive display of the word “Sun” or of a 
distinctively different representation of the sun. 

The word “Sun” is a feature of both marks, nevertheless, as it 
is a term which either party had a right to use for the purpose of 
making a compound word or designation, similarity of the marks 
so made or the lack of it, must be determined by comparing the 
designations as entireties. 

The idea sought to be conveyed to the mind of the purchaser 
by the trade-marks of the parties to this proceeding was that the 
paints of the one glowed in the sun or like the sun and that the 
paints of the other were proof against the sun’s rays. While the 
word “Sun” is common to both marks, the word “Glo” and the word 
“Proof” distinguish one combination from the other and give an 
identifying character to the trade designation which makes it un- 
likely that one mark could, with the exercise of ordinary care, be 


mistaken for or confused with the other. 
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“Sun Glo” is not similar in appearance or in meaning to “Sun 
Proof” and the purchaser would be careless to a degree if he should 
permit his eyes or his ears to mistake one for the other. ‘“Sun- 
Glo” has been used by the applicant on its goods ever since June, 
1915, and the fact that no evidence of confusion in the trade was 
introduced or offered is rather convincing that in this case no such 
confusion existed and that the ground on which the opposition is 
based is untenable. See Lapointe Machine Tool Co. v. J. N. 
Lapointe Co., 99 Atl. Rep. 348, 354 [7 T. M. Rep. 80]. 

Of course applicant’s mark might be so used with a device or 
representation of the sun as to amount to unfair competition, but 
when that occurs the appellant may avail himself of a remedy 
which may prove more effective than opposition to the registration 


of a trade-mark which he fears may be misused. 


The decision appealed from is affirmed. 
James F. Smiru, 
Judge of the U. S. Court of Customs Appeals, assigned by the 
Chief Justice of the United States, for service in the Court of 
Appeals of the District of Columbia. 





In THE MarTrer OF THE APPLICATION OF Mipwest Ort Company, 


A CoRPORATION 


Court of Appeals of the District of Columbia 


WW 


June 4, 1925 


Trape-Marks—AppeaL FROM Rervusat to ReGister—‘Avio” tN CoNnrFtiicr 
witH “AvioLIna”—AFFIRMAL. 

In the words “Avio” and “Aviolina,” both used on lubricaiting oils, 

greases, gasoline, and kerosene, the principal distinguishing feature of 

the marks is identical and gives to both a similarity which raises a 

reasonable doubt as to whether the trade would not be confused by 

the mark of the applicant; and the Commissioner’s decision refusing 
registration is, therefore, affirmed. 


A. C. Paul, of Minneapolis, Minn., and William G. Hender- 
son, of Washington, D. C., for applicant. 
T. A. Hostetter, of Washington, D. C., for the Commissioner 


of Patents. 
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Smiru, J.: The Midwest Oil Company applied to the Com- 
missioner of Patents for the registration of the word “Avio’’ as its 
trade-mark for lubricating oils, greases, gasoline and kerosene, 
which trade-mark the applicant claimed to have used continuously 
in its business ever since April 5, 1919. 

The Examiner of Trade-Marks held that the dominant feature 
of the mark sought to be registered was similar to the mark 
‘“Aviolina” previously registered by the Atlantic Refining Company 
for goods of the same kind as those carrying the mark of the ap- 
plicant and therefore denied registration to the word “Avio.” On 
appeal to the Commissioner of Patents, the action of the Examiner 
of Trade-Marks was affirmed by the Assistant Commissioner of 
Patents and from that decision this appeal was taken. 

That which gives character to both marks and which is the 
predominant and important feature of each of them is the word 
“Avio.” The syllable “Lina” in “Aviolina” is apparently used as 
a diminutive and that which catches and arrests the eye is the 
word “Avio.”” The prospective purchaser might well regard ““Avio” 
as a contraction of the word “Aviolina,’ which would not be misun- 
derstood and, ordering in accord with that belief, accomplish a pur- 
chase of the goods of the applicant instead of those of the regis- 
trant of the mark “Aviolina.”” The words employed by the appli- 
cant and by the registrant are fanciful and convey no meaning 
which would permit of their differentiation on the basis of the idea 
conveyed. 

The principal distinguishing feature of one mark is identical 
with that of the other and gives a similarity to both which raises a 
reasonable doubt as to whether the trade would not be confused 
and the public misled by the mark of the applicant. The benefit 
of that doubt must be given to the prior appropriator, and the de- 
cision of the Commissioner is, therefore, affirmed. 

James F. Smiru, 
Judge of the U. S. Court of Customs Appeals, assigned by the 
Chief Justice of the United States, for service in the Court of 


Appeals of the District of Columbia. 
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Century Evectric Co. v. Tue Tuomson-Diaes Co. 
In the United States Patent Office 
March 28, 1923 


Trape-Marxs—Opposirion—“CenturY’—Part or Corporate Name— 


Question or Damace to Oproser ConcLUsIvVE oF Ricut to REGISTER 
—APppEAL—REVERSAL. 


The prohibitions in Section 5 of the Trade-Mark Act of 1905 
against the registration of names are based upon probable injury to 
other persons; and while it is difficult to believe that it was the inten- 
tion of Congress to make it possible for a corporation to deprive 
others of registering as a trade-mark for any line of a goods a well- 
known word because it formed part of the name of such corporation, 
such is now the settled interpretation of the said section fixed by the 
Court of Appeals of the District of Columbia. Where opposer, the 
Century Electric Company, registered the word “Century” as a trade- 
mark for electric motors and similar electrical devices, it would be 
damaged by the registration of the word “Century” to applicant as a 
trade-mark for tin, tinned, enameled and galvanized ware for house- 
hold use, and the decision of the Examiner dismissing the opposition 


is reversed. 
Appeal from a decision of the Examiner of Interferences in 
favor of applicant. Reversed. 


Roy M. Eilers and Joseph W. Milburn, both of Washington, 
D. C., for Century Electric Company. 
Lee W. Mida, of Washington, D. C., for the Thomson-Diggs 


Company. 


Kinnan, A. C.: This is an opposition filed by the Century 
Electric Company, a corporation (existing under this corporate 
name since November 17, 1908), under the provisions of Section 6 
of the Trade-Mark Act of February 20, 1905, as amended, against 
the registration, by applicant company, of a mark of which the 
word “Century” constitutes a prominent feature, used on articles 
of tin, tinned, enameled, aluminum, and galvanized ware for house- 
hold use. The opposer company is a manufacturer of electric 
motors and similar electric devices, and has registered its corporate 
name as a trade-mark for this class of goods. 

Although there is testimony tending to show opposer’s busi- 
ness includes house pumps, refrigerating apparatus, potato peelers, 
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dish washers, ice-cream freezers, laundry machines, etc., yet there 
is no serious contention that there is any similarity between the 
goods of the applicant and those of the opposer. The Examiner of 
Trade-Mark Interferences has held the two classes of goods clearly 
do not possess similar descriptive properties, and his conclusion 
as to this point is obviously sound. 

The question at issue is whether the applicant company, under 
that clause of Section 5 (b) which states “no mark which consists 
merely in the name of an individual, firm, corporation, or associa- 
tion, not written, printed, impressed, or woven in some particular 
or distinctive manner, * * * shall be registered under the 
terms of this Act,’ must be denied registration of its mark as ap- 
plied to a class of goods having wholly dissimilar descriptive prop- 
erties from those of the goods of the opposer corporation. 

The case of the United Shoe Machinery Corporation (140 
Ms. D. 885), decided by me, has been relied upon by the applicant 
company as controlling in the case at bar, and entitling such com- 
pany to registration. On the other hand, opposer has strenuously 
contended that this decision is opposed to the settled interpreta- 
tion of this part of the Statute by the Court of Appeals. In fact, 
opposer, in the very able brief filed by its counsel, sets forth at 
length the rulings of the Court of Appeals upon which is alleged 
to be the same question here at issue, and, after noting that the con- 
struction of the Statute has been settled by the Court, finds much 
fault with various decisions of the Assistant Commissioners, and 
especially with the decision in the United Shoe Machinery Cor- 
poration case, and seeks to show that those decisions have not 
been consistent with the Court’s interpretations, but have been at 
variance with their clearly expressed views. With regard to this 
last mentioned decision, it may be distinguished from the cases de- 
cided by the Court of Appeals, referred to by the opposer, in this 
that the United Shoe Machinery Corporation was incorporated 
long prior to the incorporation of the United Drug Company, 
whose corporate name was cited against the registration of the 
mark “United”, as applied to boot and shoe cement, also the appli- 
cation for registration was made by the United Shoe Machinery 








342 THIRTEEN TRADE-MARK REPORTER 


Corporation. The proceeding was ex parte and no opposition has 
been made. The Court of Appeals, in the case of The Asbestone 
Company v. The Philip Carey Manufacturing Co. (200 O. G. 857, 
411 App. D. C. 507 [4 T. M. Rep. 161]), after quoting from the 
decision of the Brown Chemical Co. v. Meyer (139 U. S. 540), to 
the effect that “a man’s name is his own property, and he has the 
same right to its use and enjoyment as he has to any other species 
of property”, stated “the same rule applies to a corporation’. It 
would appear the United Drug Company could not be held to have 
a property right to the word “United” (in view of the prior prop- 
erty right in the United Shoe Machinery Corporation), beyond the 
limitation placed upon the word by the other word, Electric, in 
the corporate name. 

An elaborate review of the various holdings of the Court of 
Appeals cited by appellant does not seem necessary to the adjudi- 
cation of the instant appeal. In the Asbestone Company case, 
above noted, there is no statement decisive of the question here on 
review. In that case the court implies, by the absence of language 
to the contrary, that the question of similarity of goods is imma- 
terial. While the language used is broad, yet the goods were of 
the same descriptive properties. The case decides that the Patent 
Office should not require proof of actual damages sustained by the 
opposer. It should be noted, also, that the word “Asbestone’’ con- 
stituted substantially the entire corporate name. In the case of the 
Mansfield Tire & Rubber Co. v. Ford Motor Co. (220 O. G. 1056, 
14 App. D. C. 205 [6 T. M. Rep. 141]), the court notes that the 
word “Ford” was the principal characteristic word in the name of 
the Ford Motor Company, and also that the name of a corporation 
cannot be registered as a trade-mark and stated that: 

“Whether that word is to be written or printed in a peculiar manner is of 
no consequence, for, however it is written, the letters still will spell ‘Ford’ 
and the domain of the appellee will be encroached upon.” 

The broader interpretation of this portion of the decision, 
must, of course, be read in connection with the language of the 


statute, which names certain conditions, quite similar, under which 


registration is permissible. It is clear the court had the particular 
































CENTURY ELECTRIC CO. V. THE THOMSON-DIGGS CO. 343 


language of the statute in mind, and its decision should be read 
with this fact in view. The holding in the foregoing case, like that 
in the Asbestone case, is not specific as to whether the question of 
the goods possessing similar descriptive properties is material. It 
is noted, however, that the goods were actually such as possessed 
similar descriptive properties. In the United Drug Company case 
(222 O. G. 729, 44 App. D. C. 209 [6 T. M. Rep. 101]), the 
word “Stork” comprises substantially the entire name of the com- 
pany, but that decision, it must be admitted, can fairly be inter- 
preted as holding that the character of the goods involved was im- 
material. In the case of Burrell §& Company v. Simplex Electric 
Heating Co. (225 O. G. 747, 44 App. D. C. 452 [6. T. M. Rep. 
236] ), the goods were held to be of the same descriptive properties, 
although the court used broad terms affirming the Commissioner, 
refusing registration under the authority of the Asbestone and 
other decisions. Substantially the same may be said of the decision 
in the case of the Simplex Electric Heating Co. v. The Ramey 
Company (248 O. G. 798, 46 App. D. C. 400 [7 T. M. Rep. 
266|). The court, in this last-mentioned case, used broad language 
and added that “Simplex is the distinctive part of the name of the 
corporation.” The decision must, of course, be read in view of 
the statute which was clearly in the mind of the court, since the 
language actually used in the decision is very much broader than 
the words of the statute. The goods, it is noted, were similar. 
In none of the foregoing decisions, as I view them, were the 
conditions present and the terms used such as to indicate clearly the 
view of opposer, that the court intended to hold to the broader in- 
terpretation which is conclusively adopted in the case of the 
American Steel Foundries (264 O. G. 354, 49 App. D. C. 16 
[9 T. M. Rep. 864]). The Trade-Mark Act of February 20, 1905, 
as amended, is intended to regulate the registration of trade-marks, 
and the prohibitions of the Act against registration are all, pre- 
sumably, based upon probable injury to other persons. Where a 
corporation, as, for instance, the Century Telephone Construction 
Company, or the Century Camera Company, has employed the word 
“Century” and limited it by the succeeding words, and limited also 
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the activities of the corporation by its articles of incorporation, to 
telephone construction or the production of cameras, it seems diffi- 
cut to hold that any damage could result to either of those cor- 
porations by applying the word Century to spinning tops for chil- 
dren or to tin ware for household uses. This accords with the 
fact that the Act permits registration by different owners of the 
same marks used upon goods of different descriptive properties. 
(Vacuum Oil Co. v. Gargoyle Textile Co., 807 O. G. 285; Court of 
Appeals, D. C. [13 T. M. Rep. 1384].) It also seems difficult to 
adopt the view that Congress intended, by the enactment of the 
clause here under consideration, that a corporation taking out 
articles of incorporation under the laws of a state should thereby 
deprive all those interests of the entire nation from registering as 
a trade-mark, on any goods of any class whatever, a well-known 
and long-used word because it constitutes one of the words of that 
corporate name. If the corporate protection is restricted to the 
class or classes of goods embraced within the corporate name, the 
clause of the statute becomes a serviceable part of the trade-mark 
prohibitive law, but if the corporation is held to acquire the broad 
property rights, above noted, the reason for the prohibition in the 
Act seems to disappear. It may be that these considerations have 
influenced the various officials of this office to hesitate to adopt the 
broadest significance possible of which the terms used by the Court 
of Appeals, in the various decisions preceding that of the American 
Steel Foundries case, were capable of being given. Whatever doubt, 
however, there may have been in these previous decisions, the 
court has now made its construction of this section of the Act 
plain, and the case at bar falls within that broad interpretation. 
While it was the Assistant Commissioner, in the American Steel 
Foundry case, who said “it is entirely immaterial whether the goods 
of the parties are similar or not,” yet that holding was affirmed by 
the Court of Appeals, and must be accepted as their interpretation 
of the meaning of the statute. 


The decision of the Examiner of Trade-Mark Interferences is 


reversed. 
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Patton Paint Company (Pirtssuregu Priate Grass Co. Sussti- 


TUTED) v. SuNsetT Paint Co. 
Court of Appeals of the District of Columbia 


June 4, 1923 


Trape-M arxs—Opposirion—“Sunser’ nor CoNFUSINGLY SIMILAR TO “Sun- 

Proor” as Appiiep TO Parnts—APPEAL—AFFIRMAL. 

The word “Sunset” as a trade-mark for paints is not so similar 
to the registered trade-mark “Sun-Proof” as to warrant a denial of 
registration, inasmuch as it is a part of applicant’s name and hence 
serves to identify the latter’s goods; while the word “Sun-Proof” em- 
phasizes the sun-resisting qualities of opposer’s products and the two 
marks as entireties are unlike in appearance, sound and meaning. 

Appeal from a decision of the Commissioner of Patents in an 
opposition proceeding. Affirmed. 


Clarence M. Brown, of Philadelphia, Pa., for appellant. 
Watts T. Estabrook, of Washington, D. C., for appellee. 


Smitu, J.: The Sunset Paint Company located in Los Angeles, 
California, filed on the 27th of January, 1920, an application in 
the Patent Office for the registration of the word “Sunset” as a 
trade-mark for its paints, varnishes and painters’ materials. 

To that application the Patton Paint Company filed its oppo- 
sition in December, 1920, and therein alleged that the word ‘“Sun- 
Proof” and a conventionalized, pictorial representation of the sun, 
had been registered in the United States Patent Office in February, 
1897, as the trade-mark of the James E. Patton Company and that 
that mark had been duly assigned to the opposer and had been con- 
tinuously used by the opposer, its assignors and predecessors in 
business, ever since the year 1896; that the Patton Paint Company 
in July, 1915, registered in the Patent Office as a trade-mark for 
its goods another conventional representation of the sun known as 
the ‘““Sun-Face and Rays,” which trade-mark had been continuously 
used by the opposer ever since the first of January, 1908; that the 
word “Sunset” sought to be registered as a trade-mark resembled 
the trade-marks of the Patton Paint Company and that the im- 


pressions conveyed by the words “Sunset” and “Sun-Proof,’ ac- 
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companied by a pictorial representation of the sun, were so similar 
as to confuse and mislead the public with resulting damage to the 
Patton Paint Company. 

To this opposition the Sunset Paint Company made answer de- 
nying that the trade-marks presented for registration were so 
similar to those of the Patton Paint Company that they would 
either mislead or confuse the public or damage the opposer. 

Testimony was taken on the issue joined and the Examiner 
of Interferences held that the word “Sunset” sought to be regis- 
tered was similar to the mark “Sun-Proof” of the opposer and 
therefore denied the application of the Sunset Paint Company. 

On appeal to the Commissioner of Patents, the First Assistant 
Commissioner of Patents reversed the decision of the Examiner of 
Interferences and dismissed the opposition. From the decision of 
the First Assistant Commissioner the Patton Paint Company took 
this appeal and now contends that the Commissioner of Patents 
erred in finding that there was no such resemblance between the 
marks of the applicant and the opposer as would confuse and mis- 
lead the public. 

In our opinion there is no such similarity between the marks as 
would warrant a denial of the application for registration of the 
word “Sunset.” The Company seeking registration is the Sunset 
Paint Company and the word which it desires to register as its 
trade-mark conforms to the fanciful part of its name and therefore 
serves to identify the goods which it sells as those of the Sunset 
Paint Company. On the other hand, “Sun-Proof,” the mark of the 
opposer, constitutes no part of the owner’s name and conveys to 
the public the idea that paints, varnishes and painters’ materials 
identified by it resist the sun’s rays. In brief, one trade-mark in- 
dicates to the public the name of the dealer and the other calls 
attention to the sun-resisting qualities or properties of the goods to 
which it is applied. The marks have nothing in common except 
the first syllable and are entireties so unlike in appearance, sound 
and meaning that a purchaser would be exceedingly unwary who 
would mistake one for the other. The word “Sunset” may be so 
used in connection with a representation of the sun as to constitute 







CARLISLE TIRE CORPORATION V. LIGHTNING SALES CORPORATION 347 


unfair competition, but in that event the opposer has an adequate 


remedy which opposition to registration does not afford, accom- 
plishing as it does, if successful, nothing more than the shifting of 
the burden of proof. No right of property is concluded by regis- 
tration of a mark and the parties affected are free to seek such 
relief as courts of law or equity may award. William Rogers v. 
International Silver Company, 30 Appls. D. C. 97, 105. 


The decision appealed from is affirmed. 
James F. Situ, 
Judge of the U. S. Court of Customs Appeals, assigned by the 
Chief Justice of the United States, for service in the Court of 
Appeals of the District of Columbia. 


CaruisLE Trre Corporation v. LigHtNING Sates CorRPORATION 
In the United States Patent Office 
May 26, 1923 


Trapve-Marxs—Opposition—“LigHtNING” AND Device For DeMoUNTABLE 
Wueet Rims anp ror AvutTomMoBILE Trres—DaNncer or CONFUSION. 

Where opposer had registered for automobile tires a trade-mark 
consisting of the word “Lightning” and the device of a lightning flash, 

it would be damaged by the registration to applicant of a mark con- 
sisting essentially of the same word and a variation of the same de- 
vice for demountable wheel rims, brake shoes and radiator shutters, 

as the public would be misled as to the source of the respective goods. 
Trade-mark opposition and appeal from the decision of the 


Examiner of Interferences. Reversed. 


Briesen & Schrenk, of New York City, for opposer. 
Alfred T. Gage, of Washington, D. C., for applicant. 


Fennine, A. C.: This is an appeal from the action of the 
Examiner of Interferences dismissing consolidated oppositions 
brought by the Carlisle Tire Corporation against two applications 
for registration of trade-marks by the Lightning Sales Corporation. 
One application consists of the word “Lightning”, with the lower 


part of the L extended into what seems to be the simulation of a 
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flash of lightning, for demountable wheel rims. The other applica- 
tion consists of the representation of a flash of lightning on which 
is superposed the representation of a tire in which is a demountable 
rim of the type sold by applicant. The rim and tire are disclaimed. 
This mark is claimed for demountable wheel rims, brake shoes, and 
radiator shutters. 

Opposer has registered trade-marks No. 122,064, consisting of 
the word “Lightning” for automobile tires of rubber and fabric, and 
No. 122,873, consisting of the conventional representation of light- 
ning, for automobile tires of rubber fabric. 


Applicant took no testimony. From opposer’s testimony and 
exhibits it appears that it frequently employs the phrase “lightning 


tread”, and that such phrase is more or less descriptive of the type 
of indentations upon the tread surface of its tire. It is clear, how- 
ever, that its labels indicate a trade-mark use of the representation 
of lightning, and possibly of the word lightning, especially as ap- 
plied to an inner tube. The registration of its trade-marks gives 
opposer prima facie ownership prior to any date applicant can 
claim, and there is nothing in the testimony to counteract this, but 
much to support it. 

The evidence is clear that in at least one instance tires and de- 
mountable rims are made by one company and they carry the same 
trade-mark. The evidence tends to indicate that in no instance is 
the same trade-mark used on tires and rims manufactured by differ- 
ent parties. The interrelation and association between tires and 
rims are so close that I am unable to believe the public trained to 
understand a mark on one as indicating a definite source, would fail 
to think the same mark on the other goods would indicate the same 
source. Certainly they are no further apart than syrup and flour, 
considered in Aunt Jemima Mills Co. v. Rigney & Co., 247 Fed. 
Rep. 407 [8 T. M. Rep. 163]). The mark of opposer is so arbi- 
trary that it need not have been adopted by applicant who was 
free to select or originate any mark it chose. I believe opposer 
would be damaged by registration of the mark to applicant. 

The Examiner of Interferences is reversed and the opposition 
is sustained. 








